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THE CLERKs 78 C 2246, 


Ba 


liy v - Gottl ieb, Caso 


on 




THE 


COURT: Good morning* 


Honor. 


MR. KATZ: Good morning, yOU 

vour Honor* 

MR. TONE: Good morning/ y 

MR. LYNCH: Good morning/ your Honor. 

THE COURT: Mr. Katz? 

MR. KATZ: Professor Kayton? 

IRVING KAYTON , PLAINTIFF'S WITNESS, PREVIOUSLY AFFIRMED, 
THE COURT: Good morning. 

THE WITNESS: Good morning, your Honor. 

DIRECT EXAMINATION (Continued) 

BY MR. KATZ: 

Q. Professor Kayton, yesterday you testified about the 

customs and practices regarding printing of computer pro- 
grams by the Patent Office. 

Is there anything elc* < 

y ise in the reissue pro- 
ceedings stated by the examiner that- ^ 

bears on the practice? 

A. Ves, there is, quite directlv 

y what i talked about 

yesterday. 

In the Exhibit 4^5 

the Office Actions, at tab G 3 ^ PlRk bar exhiblt ° f 

* Bate s 140 - 
the COURT: Single 

916 pl «k bat? 

THE WITNESS: Single ^ _ 

SingU bar 


MR. KATZ: 
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but I may have the wrong 


Pa 


ge 


that-- 


MR. KATZ: — but I beli® ve 
the WITNESS: Let me just see. 

By MR. KATZ: 

I direct your attention to tab N, as i n Nancy. 

°b, yes, it is — 

I think the Bates was correct — * 

Ves, Bates 140 is right, and it is tab N. 

Now, your Honor, the color-coded material is 
not what I am making reference to at this time. It is the 
material, the very first paragraph on that page, at the top, 
above the highlighted material, and it says: 

ceipt of paper No. 146 received November 

16, 1982, embodying the program listing ... . 

* m “sting as originally filed in 

the original application, u. s. Pai . pn . 4 

n t 4,093,232, is acknowl- 
edged. However, such has not been « u 

u fitted in compliance with 

37 C.F.R. 1.96 and MPEP 608.05. 

^ er this new procedure, the 
submitted listing should be incorpor 

, _ - _ . a ted into the specifica- 


tion (or drawings, as the case Wa 
to unprinted appendices is no i 0n 


rr ants \ 

1 since a reference 


get b e 


printer , except where a microfi che ^ &CCBptad by th * 

Now, you may r 6caU h ** 11 filed -" 

.aid since it was origi nally f . ' V ° Ur H °nor, thereafter 

Sd Un de r the practice*' 


lust was okay 
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, *• h i s i s sin,ply t0 indica * e that 

The point of 

it i . ion that, aS 1 polnted out 

ls such a ministerial function 

y e _ . ontrols what iS printed - More- 

terday, the printer often co 

Ov er ^ current practice involves a 

er , mentioned therein is the cur 

q ^ . i. of thfi ®P®C1 flection 

nation wherein microfiche, not P ' 

l * involved, nov, your Honor, nicrofiohe is just microfilm 

"ith a little frame put into * card densely packed. 

So here we have a discussion in 1982, November 

°f 1982, indicating that the practices all the way back have 

been truly in-house determined in the Patent Office determined 

practices, and as I indicated yesterday, very often the 

significant factor was what the printer felt he was comfortabl^ 

with handling* 
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may be readily comp are 

■n that's pertinent to the i SSue 
Now, that's all 


he x 


’e . 


. v, plow that the Commissioner 

Now, immediately 

„ of view, this is to 

Points out how, from a practical P 

he implemented. He says: 

"Cut up soft copies Of the origins! patent 

with only a single column of the printed patent 
securely mounted on a separate sheet of paper may 
be used in preparing the re-issue specification 
and claims to be filed.” 

He then points out that amendments in separate 
papers may be implemented. And then he says -- 




Kayton - di rect 




. . the re anything else in the 

Now, Professor Kayton, was 

M , , re in the rule of practice 

nu °l of Patent Examining Frocedur 

this practice? 

in the Patent Office that nears on 
7es , there is . 

nf completeness, what 1 wanted 
For the purpose oi c 

n0 stone left unturned 
to do, so there is to my knowledge r 

that I know of, I'd like to refer to both nule 173, which 
deals with the specification and the reissue, ana its expli- 
cation in the Manual of Patent Examining Procedure. They 
both appear , your Honor, in the Manual of Patent Examining 
Procedure . 

And what I would like to do is to quote or 
read that part of 173 and then read the examiner 1 s interpre- 
tation and explication of it. 

The hanual I happen to have is Revision 7 of 

July, 1981, hut what I am about to rpm , , „ 

u rea d went farther back 

than that. 

On page 381 of the , 

n uai t n Section 1411, 

Rule 173 is set forth, and it say s . 

"The specification 0 f 

the re-i S sue application 

must include the entire 

of thp nAt +- Pe cif icat ion and cl ftims 

of the patent, with the 

re-issue enclosed i n ^ 


e k>, 

tions made by the r a °kets. And any 

f 6 ^ S 3 U 

that the old and the mxx *t b e underli ned S ° 

new s Pscjf* h cl* ir£ 

3 f icat ions and 


addi 
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> 4 


Excuse me. Professor KaytoHj 
Could you point out 


a sec 


ond 


3 Patent is? 


4 A Yes. Yes. This is a soft copy of a P— , yu Ur Honor. 

5 And what is involved from as long as I've been 

6 in patent practice, thirty years, you take this printed patent 

7 and you cut it into columns and you paste each column on a 

8 separate page. That's of the original patent. 

9 And the material that you want eliminated you 

10 put in brackets. 

11 Th en if you want to add material, you might 

12 cut a portion, type in appropriate material, underline it, 

13 and paste the rest of the column after it 

14 ihat is the way von fM « 

y tile a re-issue application. 

n5 It is Standard practice, and that's what tu „ 

wnat the Commissioner 

16 says is the way you do it based upcn that 

^ 0 £ 

17 Th e reason I' m cfil , , 

n g Attention to this is 

18 because In the rule it savs 

^ > the specify 

ir ication of the re— 

19 issue application must include 

entire 

20 claims of the patent." ' specification and 

21 1 ^ tellin ® You abQut 

22 not be thought of as reauin^ is so that this rule 

ln S that 

23 put forth when you file the r ich is not printed to be 

e ~ isS Ue fir, 

24 program listing. Ppii cati 0n , « the 


what a soft copy of 8 


0 p a patent, your Honor. 


And the Commi Ss , 

■ i °her i 


8 lnt ^pretation 
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vihat should be done, 1 am sUu ° 
"entire specification". 


ting, explains why it says 


.t fixation means, when you have 
The entire specific 

^ octP up less than the whole 
Pointed patent, you may not P a 

t-H-i . -t-ou-p somethi n £ out of the pres- 

tll ing, because if you want to take 


er ^t patent, you do it by brackets. 

So the word "entire" in that rule is in refer- 
ence to that. And this rule and this practice has been going 
for ages . 


And, therefore, that word bears not at all on 
the issue of the program listing that I was talking about 
before. Indeed, today microfiche are not part of the patent 
that's printed, but they're part of the specification, and 
you don't cut up the microfiche and paste it up. 


J 
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K * yt °‘ . k , nave eaid everythin, j kno> , 

And now I thin 

° f on that subject. 

. t 415, thG compilation 
^ Turning to Plaintiff's Exhi * 

e ^ particularly at tab u at 

w ith the single pink stripe, and p 

p pane 13 of that document, 

fi ates No. 166, at point 5 on that pag 

. h office of the assistant 

Examiner Goolkasian, who was in 

aianed this paper, stated 
commissioner for patents, and who sig 

in reviewing the entire proceeding that had taken place be- 
fore Commissioner Cohen the following: 

"With regard to obviousness, the examiner 
concluded that if the Atari Cyan work on the El 
Toro model machine is available as prior art, the 
differences between the claimed subject matter and 

the El Toro prior art were obvious. Absent the 

Atari work as prior art 

rr ' the examiner again refused 

to reject the claims. It i c ^ , 

ir is noted that the 

examiner took the viewpA-i ^ 

viewpoint that the use of the 

microcomputer in a pinb»n 

machine was the mating 

of two technologies and th „ , 

e formation of a new 

hybrid art. The exami ner 

Was of the opinion that 

the magazine articles 

amount to no mot. th " ^ '" 55e!t the 
th. technologies S " 9 «stion to try to ” ate 

is to be modified t di,Ca ting of just wha 

1:0 a c - 


Now, Professor K 


COn> pu sh 


ayt 


the matin^- 


on 


dSs uming th« cte 


di~ 


- direct 


Kayton - direct ^ ^ / 

e it possible to accompli 

bi lity of Dr. Schoeffler, what 

^-his mating of the two technolo9 ieS 

_ nnise problem was what 

& . t-he no i ^ ^ 

Well f as he pointed out/ 

■it was mated was very, very 

Prevented the mating, and the way 

. .{ s e prevention and then 

imply. Using as much hardware n 

. Ues noise could be eliminated 
recognizing that the rest of the nois 

W i f u 1 +. was the recognition that 

with software inexpensively, it was 

this could do it inexpensively that was the literal mating. 

No question, as he said, and I know from 
10 personal experience, that you could build a copper mesh cage 
n around each machine, the way we used to do it around digital 

12 computers when I worked on them 30 years ago, for 20 or 30 or 
$40,000, and cut down the noise and ground everything and cut 


down the noise. 


Those were the techniques. But that doesn't 


make a practical pinball. 


The contribution „ 

t Schoeffler testified to 

that appears in Frederiksen that- . 

*ade it WOrk as a prac tical 

pinball game was the recognition th 

at after you put in hard- 
ware preclusion, noise preclusion 

hln 9s, the rest can be 

done with software, and that was W h 

that's what Dr. Schoeffler testu ** n0t knOWn * ^ 


MR. GOLDENBERG: y 0u 


testimony be stricken? that the 
ler said. This witness i s on th 


Iled to and - 

° r ' 1 move that all the 


rec °rd s 

6 st and 


show 


s what Dr* 


Schoe 


tell you abCM 
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Kayton - di? ect -t-hink '4. I 

Office. 1 think it entire]! 


Practices and usages of the Pate 


to the 


•lieve that as an expert 


Court what one witness 

in app ropriate for him to argue 
has said. 

THE COURT: Mr. Katz? 

^ v t be 

Mr. KATZ: Your Honor, 

h Pr . 0 . u _ ig construing the position 

ne re in patent practice, that he is 

that the Patent Office has taken based on what Dr. Schoaffler 
has also testified about on this same point of mating the 
technologies • 

THE COURT: No, I think that what he is trying to 
tell me is his own interpretation of what is technologically 
novel about this patent, and he is not being tendered as an 

expert on that subject. I will grant the motion. The testi- 
mony will be stricken. 

And as far as hi<a . 

testifying to what other 

witnesses have said, I obviously 

y aon t need that; that‘s an 

independent basis for striking the t oel . 

tes timony . 
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MR. KATZ: „ - , 

ln the e arne 3 ° ok > in fact i n 

^ Professor Kayton, refe rr ^ n ® 

,-4 1 is there any statement 

the sari e paper, PX 415> Sate- 

4 tan t Commissioner’s office, 

°y Mr. Goolkasian, in the Assis 

what the original patent is directed 

o on P a S e a nd more 

& Yes, that appears as paragraph 

. +hat is what that embodiment 
particularly he indicates that tn 

. nut -- do you want me to 
in that patent showed. He points o. 

read that? 

Q, Yes, please. 

A ,! U. S. Patent Number 4,093*232 " " that is 

the original patent — 

"issued June 6-, 197B, is directed to a player 
operated game apparatus, more particularly, a pin- 
ball machine having a programmed memory processor 
operatively connected to control the operation of 

the machine. The pro „ 

processor activates lights and 

other responses in response , 

F se to signaling means. 

The processor is connects 4. 

the various sig na ^“ 

ing means, lights and oth 

er responses by the same 

matrix or multiplex-! 

„ , „ ,, 6 " ea " s (Column 2, lines 19-*i 

Column 0, lines 8-30) 

vent adverse effect „ r '° Vlsl °n i« made to P re ' 
atlon of the memory „ U<!tl ' lc al noise on t»' oper f 

Column 7, line 47) »» r ^°lumn 4, H ne 




Kayton 


- d 


ix*ect 


<L / /0 


In the pa 1 


those things are specif 4caUy 

cri ption of the specific 
disclosed where he said as a dcs - 

. f is shown. 

embodiment of the invention tha 

Mr# Goolkasian's review 
not the substantive examiner. 


That, of course, 


know that, in which line 


°f the circumstances. He was 
He was the Rule 56 examiner. 

Q Could you point out how you 

references in the original patent, which I bel^-ve ~s Plain- 
tiff^ Exhibit 4 , relate to the particular preferred embodi- 
ment ? 

A Here he is describing in Column 2 specifically the em- 
bodiment shown, which represents -- I am looking at Column 2 
and the lines that he makes reference to and then Column 6 and 
the lines that he makes reference to. If you look at the page 
W ith Column 6 on It, It is entitled "Description of the 

Illustrated Embodiment" in bold l P tt 0 „, , , ,,, 

J letters, and the specific 

exposition in even more detail of who+ . u 

wnat he sets forth is 

stated in Column 6, as I indicated n 

1 iine s 8 through 30. The 


title 'description of the Ulustrat 


Column 5> lines 3 through 6. 

<i Are other column desi gnati 


e 3 Embodiment," appears ib 


heading "Description of the Ui Ust ^ a lso under 

eci Embodiment"? 


A Yes, that is correct. xt 

0 


° nt iriues r» colunu} 

rj 9 line 47, continues on with ° n ^en, y eS * 
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Kayton - direct 

q . * he credibility of the 

Professor Kayton, assuming 

to,,. , f f rev Frederiksen with 

s timony of Dr. Schoeffler and Jetft Y 

r esp ect to the differences between the speci program 
instructions of the program listing submitted to the Patent 
Office, Plaintiff Exhibit 436, and the printout of the specifi 
Program instructions contained in the Flicker standing in the 
courtroom, PX-333; and their testimony concerning the 
differences between the schematic wiring diagrams of Plaintiff 
Exhibit 28, 52 and 53, and the actual circuitboard contained 
in the Flicker machines Could these differences in the speci- 
fic program instructions and electronic components have made 
eny difference in the examiner's determination of the patent- 
ability of the claims in the reissue proceeding? And „hy? 

MR. GOLDENBERG: Objection 

section, your Honor. That is 

surely not an issue which was ever „ , 

r “"'’Pitted to the Patent 
Office. It is an issue which i s at . 

, nctly before this Court, 

which this Court must deal with on 

, . the bas is of the law and the 

facts . 1 

And there's not-*, • 

nothing i nv 

witness can help you on by an ° lved here that this 

y k ind of 

to custom and usages of the p ta tement with respect 

.. . atSnt °ffice. 

iav -i 

° w hich the counsel 

% 

w he n they choose 


It is aq Ueation Qf 


for both parties can address 

hems ®lv e 

j eg _ _ £o do 


so, and you will decide. 

the COURT: Mr. K 


I 


Kayton - direct 


MR. KATZ: The de 


fendants 


2 7 / 2 

are going to take the 

ition, that the decision 
different if these 


. nositio* 1 * decision 

Position, in fact have taken the P 

dif ferent these 

in the Patent Office would have bee 

differences would have been presented 

• ■*- \ rxt\ is that it wouldn't have 
And our position i 

keen , based on Dr. Schoeffler's testimony. 

And this witness can testify with respect - 
he's the most qualified to determine what effect it would 
h ave had, if any, on the practice. 

And so if he testifies with respect to that, 
which is really, I think, based on his opinion, and that's 
what he's here for, and is cross examined on it, it would be 
helpful to the Court. 

MR. GQLDENBERG: Your Honor t ^ .. j j 

«onor, I would just add to 

it that in putting this kind of quesHnn ^ 

4uestion to the witness, what 

is attempted to be done is to pItpu * 

xcu fr °m the witness a state- 
ment as to what a particular examine 

r roay have done or would 

have done faced with these facts 

I submit there's no , 

a Y that this witness or 

indeed any other witness with 

a 8lIn ilar k 

answer that kind of question. ° <?rounc *' can 


,ln ^ilar k 

background, can 


THE COURT: What i« ^ 

® the 


Par tic ular L 


the question is addressed, M r Ular issue t 

• Katz^ 

MR. KATZ: The dif f 

^ h eg g 

in these details of construct * w **ether the <3i 

° n be tw 6e 

*-he machin e ' 


which 


ffei encei 






Kayton - direct ^ 1 /3 

n d the program listing 

c ircuitry and some of the drawing 8 

, uine and the 9 eneral Program 

ns tructions that were in the ma 

afpn t # whether those 

hat was submitted as part of the P 

di<f difference in the examination 

inferences would have made any dl 

, t a r l v in connection with 
°f the patent application, particul Y 

this reissue. 


The defendants are saying that they would have 
roade a lot of difference. 

And Dr. Schoeffler testified, and so did 
Frederiksen, with respect to the nature of almost every single 
difference. 

THE COURT: Well, it seems to me that the differen- 
ces are technological differences. Dr. Schoeffler testified 
about their significance in those terms. 

MR. KATZ: He said they weren't material. 

THE COURT: i understand that 

X don't know What this wit™ 

witness can offer 

that would give me any assistance 

De y°nd what Dr. Schoeffler 

testified to. 


MR, KATZ: He coul^ tej 

Office practice, it wouldn't have 
wouldn't — 


as to why, under Patent 
n y difference, 


THE COURT: He's 


Office practice? 


to 


0 ° nf i»e hi„, e lf to W«“‘ 


MR. KATZ; Yes. 
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r'll take the testimony 

THE COURT: All right, 

ana I'll strike it il it tarns out to be testimony that 13 
nnaily .or. te.ti.ony on the technology involved , because I 
dr* ^ ^ « witness who's being 

not rt a .£ V r» +■ on AS “ W y 


^ally more testimony on the technology ause 

do not regard Professor Kayton as a witness who’s being 
tendered to me as a witness complement to discuss the tech 
n oiogy involved. 


I don * t think he himself purports to be 


such a witness. 


MR. KATZ: That's correct, your Honor. 


THE COURT: So we'll see. Go ahead. 




Kay ton 
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repeat the question? 

THE WITNESS: Would y ou 

■> the question? 

MR. KATZ: Would you res a 

THE COURT: That's too long a u>°* 

MR. KATZ: 

Q Professor Kayton, assuming the credibility of Dr. 
Dchoeffler and Jeffrey Frederiksen, with respect to the dif- 
ferences between the program instructions of the program 
listing submitted to the Patent Office, Plaintiff's Exhibit 
^36, and the printout of the specific program instructions 
contained in the Flicker standing in the courtroom, which I 
believe is PX333, and their testimony concerning the differ- 
ences between the schematic wiring diagrams of Plaintiff's 
Exhibits 28 , 82 and 53, and the actual circuit board con- 

tamed in the Flicker machine, could these differences in 

specific program instructions and * 

ectronic components have 

made any difference in the examiner’* * 

s determination of patent- 


ability of the claim in the r*-* 

c 1 tissue 

you explain. 

A Yes . 


Proceeding, and would 


If that testimony ls 

made no difference in any out ^^blg, it could have 

ut come fo*> 

those specifications and dem , the sim Ple reason that 

aescr ipti 0ns 

through the eyes of the p er^ Us<t be construe! 


^lons 

through the eyes of the per<3^ Us<t be construe! 

° n °f o 

the examiner is charged with h skill an d that 

c ase that & person of ordinal ^erefore if it i s 

y G1Cll l wn 

Ula recognize ttl& 
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then it is a s lf they 

these are insubstantial diff erenC 

. — 4- ^ 


hon't exist. And this is the 


kind 


0 f thing that occurs f re _ 


Quently in practice. 

^ification that has in- 
When you have a sp~ci 

m listings where all 

volved an electronic circuit or prog 

kiMs of minor error, con occur. It 1= i"“ eed t0 be 
it is almost like writing a book and having typographical 
errors in them, sometimes, or a line left out. It is to be 
construed the way a person of ordinary skill in the art 
would do it. 

Now, if a person of ordinary skill in the 
art couldn’t recognize these as obvious errors, easy to 
take care of and cope with, we'd have another matter. But 
my answer Is predicated on the credibility of the technical 

testimony. And if that testimony i s credible, it would ha,e 

had no effect in any way on 

y terminations of the examiner. 

And that is a standard check, main p 

r °r evaluation. 

Q During the entire re-issue 

eseding^ how many patent 

and publication references Werp „ . 

u mi tted to the Patent 

Office for consideration or othe 

office? r>,iSe con sidered by the Fatah 

A Well, my recollection i s 

72 different items. 

Q Beferring to the very fi rst 

Number 24 which is in PX4ls » s action i n P 9 ^ 6 

' * h9 Mhk 


thSt ‘her. w 

e were a total 


of 


Stri -Ped book. 


and it 
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h . , icu iariy referring to Bates 

egins at Bates page 4, and P ar 

discusses this evaluation 

h R ees 5 through 10 , Examiner Hum 


_ ^otesters and applicants and 

f the references cited by the P r 

y l7 different references. 

me discusses within those pages K 

, i iv characterize how the 

Would you generally c 

references are described in relation to the invention being 
c ie imed ? 

A Well, in each instance lists a reference. Several of 

them are references that are Section 2b2 notices here; for 

example, on page 5 , he mentions, he discusses the MCS4 Manual. 

And he describes generally wh at they show. He points out 

with MCS4, it is directed to those skill ^ f . 

sKiiied in microcomputers, 

but does net show specific control or annH„o+« 

- or applications or how 

such a system could be used to reni Sno 

P ce the electromechanical 

logic of a surface projectile pinball 

pinoau machine. 

So this reference ha s S or, 

., , . some naterial bearing 

on the obvious issue as explained A f 

not contain an, anticipator, „ at ’ “ “° Ula 

j material , 

with the others. 


^nd then he goes on 


In short, what h _ „ 

d °es i s , 

them technologically and then c * iarac ^ er 

claimed Invention in the claim Ubs e s whether or n< 

what he did with those 17 an i atis fi e d. And th« 


'*"‘‘ sc Uss 

claimed invention in the clei- " Gs w ^ether o 

Ani « ar e 

what he did with those 17 and +u atis ^ied. And 

that 

patent ap p ii catlon ls examined the st andRrd wa 

* in i 

tive of what goes on typi C ai ly a e<5Clj that i s repr 

h. .. . . ^ 
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through other papers, some- 
with less detail, so 


times with greater detail, sometimes 

+ , «nrftcia of non-obvicu sness 

times going into the objective iuaxo 

. fhp typical way of deter- 
a nd sometimes not. But this is the yy 

-v,.. j.4„+nheall ow ed . 

lining whether or not a patent is to ue 
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in the same fashion 


Kayton - dli" ec ^ 

^ Did he discuss other reference 

throughout the proceedings? 

* Vos, that is exactly what he did, and that is what every 
examiner does all the time as the standard way for examining 
a patent application and determining what is required to he 
determined : 

Do the claims appear to be different from the 

prior art? 

What are the differences? 

Are those differences when you look at the 
invention as a whole unobvious? 

In that consideration the objective indicia 
of non-obviousness, the secondary conditions, must be taken 

into account. That is what the mpfp s 

e requires. That is what 

the Supreme Court requires, and that ^ 

z is the way examiners do 

it . 

Q Professor Kayton, I refer vn„ 

now a S&in in PX 415 to 

Tab M, as in Mary, which i s Danov , 

„ nUmber W5, at Bates number 

126, and ask you if the examiner duri 

ings in reaching his final decisi 0 § ^ relSSUe proceed " 
able over the prior art consu bbe c ^ a ^ ras P aten “ 

considered a ny 

success as an indicator of no evi <3ence of commercial 

non -°bvi 0u . 

A Well, clearly he did. ® Ss • 

■‘■terns 2 0 

ly with the issue of the i le _ * 21 > &nd 22 deal express 

fact that $700,000 were pala < Electronics, * he 

A U >» /■% 


r0y!llt1 ^ by Stern t 0 
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accept a nce of the electron!, 

0 nd that there was induGtry-w iae 

fenced by the Piaymeter 

E oiid state pinball games, as ev 

_ interestingly enough. Exam- 
survey of November, 1978 , which 

, K as not introduced by 

Iner Hun himself introduced, ^bi 

, , i4r*pnts» thG b6st of /ny 

either the protesters or the app^ c 

recollection, but he independently discussed that, 

9 Was he justified as an examiner in relying on the 
Piaymeter survey under Patent Office practices? 

A Yes, on two grounds. First, as an expert, if this was 
the kind of thing that experts in that field rely on, then 
certainly he was under Federal Rule of Evidence 703, but 
also if it was the kind of thing that was of common know- 
ledge, he was entitled' to do it under what is a variant 
of Judicial notice, examiner's notice. If it is standard, 

widespread, notorious, he is entitled to rely on that. 

Q The defendants in the re.l«„o 

re issue proceedings in Plain- 
tiff's Exhibit 414, tab 31, at Bates uin 

s 41 5, contended that the 

license agreement is not an indicat 

°r of non-obviousness. 

Do the facts of 

A record i 

ceedings support the finding 0 f th ^ re ~ iSSUe Pr ° 

or do they refute it? * n iner on that issue 

A Well, it seems clearly that 

^ hey j 

in the re-issue proceeding B . °* license W0S 

and 

license that there was onlv n c i- e0 r to me f? om the 

y °ne 


Seems clear to me from the 


licensed, namely, the N u tti n „ 


Pat9nt extant that was * eing 
d ^ 

9 Pr ^er iksen patent. 
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in 


27ti| 

their made r eferenoe 

but there was no Bracha 


to a Bracha patent being licensed, 

fi+pn t didn't even issue 
Patent at the time. The Bracha par- 

. .... <?tern license went into 

until a year and a half after the 

being. Therefore, based upon that, it i s en 1 ly reason- 
able for the examiner to consider that license and the pay- 
ment of royalties attributable to the Nutting and i-redcrik- 
sen patent. 

No royalties could be due on a patent applica- 
tion until it issues. Moreover, until the patent applica- 
tion issues, you don't even know whether it ever will issue, 
or if it does issue, what its claims will cover. 

For that reason I believe that commercial 

success/ due to those listed items, 20 and 21, are a clear 

indicator of commercial success causa n ,, 

causally connected to the 

Nutting and Frederiksen patent. 
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) 


^ Was the license agreement 


Stern broed enough to 
:nt «ppii« tion? 


include the pending Bracha pate. 

. v to include the application. 

A Yes. It was broad enough u 

It did. 

oico the examiner testified 
interestingly, &l s °> 

that he was in fact aware of the contents of that license 

when his deposition was taken. 

MR. GOLDENBERG: Your Honor, I move that answer 
be stricken. This witness is giving his interpretation of 
a legal document. 

THE COURT: Overruled. 

BY MR. KATZ: 

Q Was Examiner Hum the examiner on the Bracha applicatio, 

as well as the examiner on the original ~ 

and the reissue of 

the Nutting and Frederiksen patent appi ication? 

A Yes, he was. 

When he was the examiner 
patent application, he was not a 
an assistant examiner. 


°n the original 
Primary examiner. He was 


J Wh6n he was lner Qn 
tion, which issued to the patent • "" r e-issue i 

sui^ 

patent, which issued in 1980 .. 3 ° n *'* ie 

I* v e fore- 
date -- he was a primary exami n ^°tten the 

er f °r so 

So he had e yn^ me Years th< 

* mln ^ »u th 

ft The Stern license wa s pf > p ree of thos< 

a na 

e *ecuted or 
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yracha P atent WGs granted 


a 


nd a half dates 


5* 1978 • ho you recall when the 
relative to that date? 

A It was 1980. It was about a y ear 

^ April 15 ? 

A April 15 , right. 

Q Assume now for the purpose of this question that all of 

the coin-operated games made and sold by Bally referred to 
in the Playmeter survey mentioned in finding 22 of the 
examiner embodied in some way the invention of the Bracha 
and Englehardt patent application^ which was pending at 
the t ime . 

And with that assumption, is there anything 
in the record of the Bracha application, that is, the Bracha 
certified file history »hich has been named Plaintiff Ex- 

hibit 423, and the Nutting re-i SSUP 

issue proceedings, that shows 

that the examiner attributed tho 

the commercial success of 

those coin operated games to the 

in 6 invention and not 

to Bracha? 


A 

<4 

A 


Yes , 


Do you understand the quest ion? 

Yes, I do. Yes. And indeed tw 

the re are, 


25 
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A . , Hum, since he was exa rc - 

A Well, to begin with. Examiner 

j . *<nn and trie Bracha application 

thing both the reissue application 

*, involved and t 

*new what the two different sets on cl rt t 

the differences between them were. 

In short, he knew what Frederiksen was claim. 

ing his invention to be and what Bracha was claiming his in- 
vention to be. 

Now, in the Bracha application the comnerd. al 
prototypes of the Bally machines, namely, the Bow and Arrow 
and the Boomerang, were disclosed in a Rule 131 affidavit. 

And that is an affidavit that demons trates 
that the claimed invention was in fact invented at a par- 
ticular "time. 

Therefore, it wac 

he case necessarily that 

Examiner Hum knew about the relations n „ 

ship of the Bracha claims 

to the commercial prototypes. 

Moreover, early 0n t 

prosecution of the 

reissue application the manuals f Qr 

mercial arcade games Freedom and Mi ^ ° Perated C ° m 

Well, that was , h ^ Rider Were submitted ' 

tne sa rae 

therefore the case that the Comm xa rainer . A n d it was 

Playmeter survey made referen ^ SUCcess for which the 


e Bracha claims 


cornme 


Sa " e exa niiner. A n d it was 
al Access for which the 
bef ore the exami ner 


erence to 


fully. 


In short, the 


‘*in er 


knew what the Bracha 
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. p>redcri^ sen invention wa 5 

invention was, he knew what tiia 

qsx’ul g a ^‘ es were, and 

he knew what the commercially succo 

he nonetheless attributed to the FrederlKsen invention cot,. 
nercial success, based upon his full hno»iadt;e of everythin, 
having to do with the issue. 


his full knowledge of everything 


I suggest, therefore, that that combination of 
documents and processing means that at lea^t to some extent 
he believed commercial success was due to the Ft ederiks en 
invention . 

Q Based on the record of the re-issue proceeding for the 
Cutting and Frederiksen patents, and the record in the prose- 
cution of the Bracha and Englehardt patent, was the examiner’s 

conclusion under his finding number 22 in attributing the 
commercial success of the Bally co l n 0perated game tQ thg 

Nutting and Frederiksen invention 

\ ention a Ppropriats under patent 

practices and procedures in the Patent 0 f fice v 

A It was appropriate. 

Whether or not he C o uld K 

Influenced one way 

more than another way was total! 

hig 


using those kinds of evidence and i 


course appropriate. 


de terminaticn, . But 
°rnati 0n would be of 
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the record tor determining „ hich 
sment and which he considered 


^ Is there any basis in 

the examiner considered an improve 
a basic invention? 

*■ Well, thereis no question but that the Frederiksen and 

Nutting patent is first and, therefore, that necessarily is 
the basic invention* And he knew that to be the case from 
the relative prosecution history of the two applications* 
ft Was the Frederiksen and Nutting invention cited as prior] 

art against the Bracha? 

Yes, that was the case. 

Q. Professor Kayton, you have heard or read the testimony 

in thi. case concerning a number of facts dealing with commer- 
cial succees cf thie Invention, end I refer y ou to th . gr aph 

of Plaintiff's Exhibit 381-B and a = 

nd a table, 381-A, about which 

Mr. Nieman testified. And I would 

e to enumerate the par- 

ticular facts that I have in mind: 

First, the fact that after 
of the matrix multiplexed microproce 
machines of the present invent! 
there was a rapid displacement of 
mechanical pinball machines using ^ 


the introduction 

Ss °r-control led pinball 
LOn into th 

ae commercial market, 
the prior art electro 


these new machines embodying the 
changed its marketing position f 
characterized as a poor No. 3 


Second, that th pri or art technology; 

6 plai ntif f: . 

E who introduced 


Pre 


sent i 


to 


r °m, j 

1 b eii 


* st ron 


nve ntion suddenly 
e ve it was 
9 NO. 1; 
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formed from the defunct Chicago 


Kayton - direct 

And third, that Stern 

Coin industries, having al most 


Electronics, a company 


, r copying and licensing the 


suddenly to a significant 


shown in Exhibit 381 -b — 


no sales whatsoever, suddenly afte 
invention from the plaintiff, rose 
Position in the industry; 

And fourth, that as 
Excuse me, 381-A — we need another, PX — 

MR. KATZ: Excuse me, your Honor, I need one more 
exhibit that Mr. Nieman just introduced. Excuse me* 

(Brief interruption. ) 

MR. KATZ: This is another commercial tabulation 

and this was Plaintiff's Exhibit 470 that was introduced by 

Mr. Nieman previously, 1974 to 1982 sales with production 
figures . 

BY MR. KATZs 

0. (Continuing) That there, from . 

this document, that there 

were over $500 million worth of 

Ctr °nic pinball machines 
° n ' s °ld by Bally, from 
e Plaintiff while the 

of Exhibit 381-b, all in a period not ed m the graph 

about 4 . 

Now, given those f W ° years * 

fa <=t s . 


made in accordance with this invents 
the date of introduction initially t> 
prior art machines went to about 


had this evidence been avail a bi e 
duced into the Patent Office duri 

on the issue of non-obviousnes 


r °fessor Kayton, 


=°UX d t 


have been int^° 


j __ r>ding s 


s Of 


the 


tissue procee* 

inve ntic>n? 
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Yes, very — 


MR 


. GOLDENBERG: I ' m sorry* 


may 
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I have the last 


Part of the question? 
MR. KATZ; 


could it have been 


0* Had this evidence been avail a ^i e ' 

these reissue pro- 

introduced into the Patent Office dur 9 

, . _ . . ^irimiqness of the invention? 

ceedings on the issue of non-obviousne&» 

MR. GOLDENBERG: Thank you. 

BY THE WITNESS; 

A. Yes, it could have in a standard procedure known as a 

Rule 132 affidavit of declaration, which is a form of sub- 
mitting evidence having to do with the secondary considera- 
tions or the objective indicia of non-obviousness, a standard 

technique and one which in accordant ~ ^ , 

with accepted practice 

in the Patent Office must be qiven 

yiven consideration by the 

examiner. He may not ignore it u 

• And h e must take it into 

account in making the determination 

on of patentability or not. 


26 
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Kayton - direct 

nr experience in Patent 

^ In your opinion, based on y c 

a n rp s • what effect, if 
Office practice, customs, and pr oced 

any. would such a submission of evidence of this type have ha( J 

on the commissioner's decision with respect to the issue of 

non-obviousness of the invention? that is, what bearing would 

ft have had on that issue? 

MR. LYNCH: Objection, your Honor. I believe that 

such an opinion is inappropriate to elicit from any expert, 

what the examiner would have done. 

THE COURT: Well, I think the answer is implicit 
in the answer to the last question* 

MR. KATZ: I will withdraw it. 

THE COURT: It is admissible because it is probative, 
and if it is probative, it is 

MR. KATZ: it is helpful T 

• I will withdraw the 

question, your Honor. 

THE COURT: - to support t h. 

e question of non- 
obviousness and the conclusion 

0f n °n-obvi, 


BY MR. KATZ: 

0 , Professor Kayton, turning to 


•°usness . 


of your teaching activities i n „ ^ Sub 3 ect ' as part 

°nnecti 0 

do you teach what patent clai m8 ° With Patent practice 

are anq u 

interpreted? ° w they are to be 


Ye# * that is a major part 

^ ^ my ^ 

To whom do you present fu . C ivi ties. 


8 ki 


*nq 


f ^formation * n 


the 
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activities? 

ordinary course of your various te 

a j rvf patent practice at 

It is taught at every level or P 

tion,but it is the beginning 

book, "Kayton on Patents 


different levels of sophistica 
part of patent practice and is in my 

and used to be in my case book. It is a major part of the 
material that I teach in the Patent Office examination review 
course, the Patent Bar. 

& Do those instructions and lectures and so on that you 

have provided and the writings that you have given apply to 
examiners as well as practitioners? 

K Of course, it applies universally. 

& Can you estimate how many patent practitioners you have 

directly taught on these basic concent i • 

concepts of claim construction 

and interpretation during the 20 years v, 

years you have been at 

George Washington University Law School? 

A. That is pretty easy to tabulate . 

' anc ^ 3-f we are talking 

about the basic instruction and 

mor e sophisticated, it is 

approximately 2,000 practitioners. 

0 Professor Kayton, i 3 there a 

construction that deals with f u gni zed form of claim 

... .. tiona i 


l 9uage? 


are * is 


A* Yes, there is. 

a Would you explain what that 

nized? 

»• *es, the last paragraph 

r Sec tifs 

drafting claims without — n **2 provides f° r 


a nd how it is recog* 
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„ Honor, as 1 hear the witness' 

MR. GOLDENBERG: Your 

. out in the statute and it 

answer, I do object. This is 

. . n of the statute and legal 

is a question of legal construction 

. . j oTgay( to the extent that the 

interpretation, which again, as I 

the province of the Court! 
witness talks about this, he invades tne y our1 f 

and should not be heard. 

THE COURT: Mr. Katz? 

MR. KATZ: Your Honor, my intention was to elicit 
testimony from Professor Kayton with respect to basic claim 
drafting principles that are not specifically set out in the 
statute, and we all know what the statute says, and the par- 
ticular format of the claims that are used in this particular 
patent, in this particular application , and the meanings attri-| 

butable ’to those particular forms of construction, and then 

I intend to elicit from Professor u „ 

5sor * a Yton his testimony with 

respect to the manner in which Dr QrK. 

• bcnoeffier read the claims 

on the accused device. 

THE COUKT: N o. I „ 0 „. t 

it. This is a 

matter of law. I want to hear 

ar 9ument o £ counsel . , don't 
want to hear argument from the witne 

Ss * 1 think it is unseem- 
ly, and your objection is sustained 
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MR. KATZ: 

. . „ ue proceeding. Professor Kayton 

& With respect to the reis su r 

. nositi on Of each of the 
what does the record show was the p 

fhat is, the plaintiff on 

parties to the reissue proceeding* 

, , A^hpr * in respect to wheth^ 

the one hand and defendants on the oth ne 

claim 45, for example, required matrix multiplexing. 

MR. GOLDENBERG: Your Honor, same objection. 

THE COURT t Same ruling. 

MR. KATZ: Your Honor, may I address that question? 
THE COURT: All right. 

MR. KATZ: During the course of the reissue pro- 
ceedings the parties stated various positions in the Patent 
Office with respect to the meaning of the claims. 

THE COURT: Hell, if you „ ant to shou thw the 

defendants toot a position different from the one they're 
taking here. I'll permit that. 

MR. KATZ: Okay. 

THE COURT: If you're j Us1 . 

going to have this wit- 
ness rehash the legal arguments that 

trial and that have been made i n be *ng made in this 

y ° Ur b rief s , and wi u be made 


again at the conclusion of the e 


vide 


it. 


nCe ' I don't want to hear 


MR. KATZ: No. What I 

defendants are taking — had +■ fc ° ®hovr was that the 

ake h a 

the position they're taking her e ° a *tion different tha " 
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that’s permissible . Go 

THE COURT: All right# 


ahead . 


BY MR. KATZ: 


v,,#- oosition did the defendants 
Q. Now, Professor Kayton, wnat t 

• respect to the meaning of 
take in the reissue proceeding wxtn 

:he language of Claim 45? 

A. Basically, from the excerpts that I have, they either 
explicitly or implicitly construed claim 45 to include matrix 
multiplexing . 

Qi And what's the basis for that statement? 

A. Well, at the outset, in a paper that is not in one of 

my compendia collections, but is in Plaintiff's Exhibit 1, the 

master list, at Volume 9, tab 63, the paper which begins at 

Bates 607, at page 612 — and I have * ^ , 

aave a copy excerpted portion 

of that here — in the middle of the . 

ne Page, m discussing an 

argument of the applicants and responds „ . 

P ndmg to it, protesters 


say : 


“Although protesters 

nnot conceive of the 

need for such a terti*>.„ 

re ference, the record is 

replete with such teachin 

For example, the 

examiner recognized i n 

_ P8p ® r No. 46 at pag e 5 that 

sequentially and cycli F 


arrangements were known 


^ ^Bl tipi exe< 3 matrix 


games . 


And this is rGg 


Pondi 


m °ving mass arcade 


119 ind eed to cla imS 
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dealing with the question of wheth 
over prior art. 

full paragraph protesters 


ss 


Then in the las 


go on to state: 


. . , nrior art precedent for this 

"Yet additional pri° r 

attached in Exhibit A1 in 
is provided by Burnside, attain* u in 

the Burnside patent" — and this is, what follows, 
all underlined — "the Burnside patent, a matrix 
of playfield switches in a pinball game" -- end of 
the underlining -- "cyclically and sequentially 
scanned by an electromechanical controller." 

This indicates what it indicates, of course, 
but is responding to the issue of whether, one, matrix multi- 
plexing is in the claims, and whether the examiner believes 
it is and whether the prior art has it 

Then in Plaintiffs PvV ,.. . 

s Exhibit 414, tab 25, 

which is the black coded protesters 

Papers, double bar -- 

What was the page number? 

I'm going to get to that. 

At tab 3 — T > m 

1 m sorry _ 

j ^ ^cib 25 Bates 288, 

if we go down to the last ' 

the fi rS £ 

paragraph, the protesters state- Sent ence of the l ast 


"Moreover, vhe n ^ 


underlined patent 


Nhtti 


'is 


Patent" — 


rSVieWeci ' what is taU9ht 
ln Put s .-anoed 


ar »d digits 


arr ange< 


25 
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MR. KATZ: Excuse me & s 
Do you have it* ? 

THE WITNESS: This is on 


2 /Vb 


econd. Professor Kayton. 


Bate 


s 28 , the last para- 


graph, first sentence. 

Yours may be color-coded. 

THE COURT: No, I have it. 

THE WITNESS: It is the color -highlight ed sentence 
and the last word of that is in the matrix. 

BY MR. KATZ: 

Q Now, are you aware of any other references to what 
Atari's, I believe, position was with respect to the inven- 
tion as stated in the re-issue proceedings? 

A Yes. Atari, their attorneys spoke-- 

MR. LYNCH: Objection, your Honor. That constitute: 
hearsay. If Atari's opinion of this is relevant, it can't 
be established by this witness. 

THE COURT: What-- 

MR. KATZ: There were pap ers 

P s fi led; Atari is, of 

course, was, although not a partv 

y dire =tl yj they were sort 
of a third party to these proceed! 

. . J nSS> al l of these prior 

art developments and so on came out 

were always represented by couns 

® 1 . 

THE COURT: Well . t 

.... “ on ' t «Un k 


^heir files, they 


You can off 5 ** 


against these defendants somethl 

^ th®^ _ j 

I mean it might be admissible f as by 
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, Durp ose that I am offering 

1 MR. KATZ: I think the P 

, pveryone in the re-issue pro- 

2 it for is merely to show that - 

^nized the invention a s 

3 ceedings conceived of the or rec b 

. oc an issue that has been 

4 matrix multiplexing, and that wa* 

5 brought up here. 

6 j MR. LYNCH: Same objection, y° ul * no, .or. 

7 THE COURT: Well, I suppose that's a Cxr.u.-i^ance, 

8 the fact that someone else thought it was that w&y. Ik is 

9 not being offered to prove that it was accepted ohat way, 

10 but simply that somebody else thought it was. I will over- 

11 rule the objection. I think it 3s admissible as circum- 

12 stantial evidence. 

13 BY THE WITNESS: 

14 A Yes, going then to the Plaintiff’s Exhibit 413, the 

15 blue-coated applicant’s papers, the single blue bar at tab 

1 " 3, Bates 42, color coded or highlighted In pint at the 

17 bottom, it states that: 

18 "in particular i + 

5 s stated by Atari*s 

19 patent attorney in a 

°T December IS, 1978* 

20 footnote 50 indicates an Exhibit n 

attachment, 

21 "...on behalf of A 

that n going on to 

22 page 43 then, which should al so ^ 0 

23 "u 6 hiehli Shted in pink — 

23 We have reviewed th 

24 ... 0,0 ...... 6 Spec if lcation and 


of the 232 patent." 
That's the original pat 


ent. 
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8 

9 
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22 
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279/ 


liter al readl«£> it w ouil appear 

limited to a microprocessor 
lic pinball machine in 


"And from a 
that all claims are 
or computer-based electron. 

ball * nd bun P° rs sense sw -tches 
iltiplexed to the computer 


which at least the 
and response lamps are mu 
by means of a matrix arrangement, such as that 

shown in your figure 4 and figure 5 • None o^ the 
Atari microprocessor based electronic pinball ma- 
chines employ such matrix multiplexing. 

And then the attorneys went on to say: 

"Thus, it was and is Atari’s position that no 
commercial MPU based pinball machine ever sold by 

them used the invention claimed in the Nutting, et 
al patent." 

Now, other circumstances that were mentioned 

were the examiner in several placp^ ^ 

p ces aid exactly the same thin, 

BY MR. KATZ: 

ft And could you point to the 

Miner's statements? 

A Yes. For that we go to the pi nlr k 

p K-barred book * Plain- 

tiff's Exhibit 415, and the firc + 

rst Pla< 

go to there is tab J at Bates 94 


the 


material . 


lCe that I would like V 
yellow highlighted 


"The reissue a Ppll 

invention does not t "* lnt «'>ing that the 

tut in tne total , t „ *" y ele«.n‘ ^ 

Str ^t Urai 

COl »bi natlon of a 
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matrix multiplexed 
game as planned." 


computer c 


controlled 


Pinball 


Now, this is the 


ex^iner saying what the 


applicants say. 

Then, down at the bottom he says: 

"Thus, from the evidence of Bracha 
it would appear that the disclosed subject 
matter surrounding conception of a multiplexed 
microprocessor controlled pinball machine cover- 
ing the features of most of the broadly defined 
claim I suppose it should be "claims 11 -- 

is sufficient absent concrete evidence to the 
contrary.” 

The characterization then of what the inven- 

tion is for the examiner by the appi icantc! , , , 

-la cants is what he is 

responding to. 


"J /' 


2 -2bl 

2 
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14 
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24 
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Kayton - direct 
Then at tab L, Bate 


g H7, the examiner states: 
being given the opportunity 


"Applicant is a ls ° 

_ the obviousness issue 

to further elaborate up 

^ pfl ters involving the 
being raised by the prot 

nnrant, M CS 4, and the 
references of Burnside, D 

. Marc h 1. * 7 3 and March 21. 

Electronics articles of Mar 

. . . fl norificallY the claims distin- 

*74. That is how speci r i cd j . 

guish over these two teachings and the combination 
of these two references with the above-named 
showings . " 

Now , your Honor, I mention this as a predicate 
for the next paper. This sets the background. The protesters 
have said it is obvious and the examiner is giving the 
applicants an opportunity to respond. 

Now r if we then turn to tab, now we have to go 

to Plaintiff’s Exhibit 413, which 

' cn ls th e applicant’s response, 

at tab 20 , which will be the third vn i, 

ru volume, the three blue bars 

and that’s at Bates 693, at 69 3 wp 

°an see — that's right 
actually at the front tab 20 , and 693 

ls a few pages into it, 

what I have highlighted is to show thi 
with the issues that the examiner 


,s statement dealing 


. v . Guested information. And 

it is making reference to the . 

"urnsi(3 e A 

exactly as the examiner asked. ^ Durant P atentS 

And it is mentio ned , 

^at re aueste d 

information on the relevance or n examiner 

n ° n ~re le vance of the Burnside 


I 


^ u w u 
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claims distinguish over these 


Kayton - direct 

.rticuiarlyr to specify how the 
and Durant patents, and more P artJ ’ 

two teaching.- « 

, Q , t hen, down at the bottom, w G 
If we go to 696 then, 

ants talk about. The 
have the discussion that the appl ica 

, ^.ferial is r starts with, 
sentence in which the highlighted mar 

, 4 -v.^ lamos are mechanically 

at the bottom, "That is although the i 

arranged in the back book in the form of a bingo card, 
et cetera, underlined, "They are clearly not electrically 
connected in a matrix in rows and columns, which is how the 
term is used in connection with the instant application. And 
therefore, the distinction given by the applicant talks 
about the matrix." 

Now, after that, those claims were allowed 
by the examiner in index tab M without anything interfering 
therebetween on that subject. 
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- direct 
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2bu 


Honor , this answer ha s g0ne 
MR. GOLDENBERG: Your Hono , 

, hfl< , failed me on what the 
on so long that perhaps my memory 

was what did the 

question was, but 1 thought the questio 
defendants have to say about Claim and 1 hRve 

THE WITNESS: Oh, no, it was the examiner, your 

Honor . 

MR. KATZ: This was a question about the examiner. 
THE WITNESS: This was the examiner. 

MR. KATZ: How the examiner treated the language, 
the multiplexing means language. 

MR. GOLDENBERG: Then my memory did fail me, but 
I trust the Court will understand the reason why. 

BY THE WITNESS: 

A As i saia then, the claims , er8 . Uo „ ea on that basls . 

Of course, Bally., .ttorneys that 

extensively throughout the proceeding 

ceedi n g S an d said it again and 

again , 

BY MR. KATZ: 


Q So then. Professor Kayton, based 

. ° n your recollection or 

review of the entire file wra pper recollect 

ings, is it your view that the h re "issue proceed 

aef endant 

the position that they are a** S have never asserted 

a sserti ng he 

respect to the breadth or 6cnn r ® at this trial in 

COpe of the 

A I haven't seen in the eri +1 cla lms? 


° Pe ^ the 


clai 


ms ? 


-e entire rei 

ment by them that says matrix i SSUe Pr °eeeding a state- 

1S Hot v. 

Pa r t a 

X °f the ciai" ed 


Kayton - direct 


2 8u2 


invention, anywhere . 

j ^4- let me stride that, 
ft Before turning to another pom* 

the origi nal prosecution. 

With reference to the ux ^ > 

that is, the prosecution of the original parent parent, . 
Kayton, and turning to the positions asserted by the plain- 
tiffs* attorney during that proceeding, what was the appli- 
cants position stated in that record with respect to whether 
the claims required matrix multiplexing? 

A The express statement that it required matrix multi- 
plexing in a claim where there were means plus function 
limitations and the word "matrix” is not involved, and I 
can point to that. 

ft Plaintiff’s Exhibit — 

A 2. 

Q — 2 is the original file history. 

A Right. Now, I have that, and what I - 

z i am going to do 

is to turn to Bates Number 124 in +. u 

in tha * app licatioru 

Down at the bottom ls th _ 

e discussion that 

is of interest to me, but I w m 

also lit ex Plai n something that is 

also literally there. b 

Claim 27 of this o rigina 

Claim 1 of the original and r eissu ^ &Pplication became 

talking about here in fact i<= m what we are 

S Cl ai m 

patent Claim 1 and reissue Ci & i m * and that is origi nal 

i . 


Here Mr. Katz 


said 


at th 

he bottom: 




Kayton - direct 
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-hould be particularly 


"Incidentally, it should - xy 

noted that the Ariano patent doe^ n t IPe^r to 
disclose any tine division multiplexing. Addition- 
ally, although the Ariano patent night he con- 
sidered to disclose a matrix of elements, they do 
not appear to be multiplexed as in the game of the 
present application. Thus, there is no basis for 
the rejection of Claim 27 or any of the other claim;- 
in this reference.” 

The significant thing about this original 

application is that that claim had means plus function 

c lauses , 

Notice in another claim where it was not 

means plus function but straight 

raignt hardware, about which Dr. 

Schoeffler was examined, I believe -k „ 

„ > y Mr. Lynch, the word 

matrix" was required to be put mto that , • 

a t claim, but when you 

had means plus function clauses th«+ 

wa * s n °t necessary be- 
cause that, of course, as we an kno 

nnon th» „ . ° W * is c °nstrued based 

upon the specification and equivai en+ 

specification was a matrix mult • , S therQOf > and the 

mui tlp lex 

s Mstem. 
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-l^P 
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oAn bv plaintiffs, that is 

Q Were there any statements niaa - •> • > 

Belly's attorneys , on this same issue that x d sp^-ific- 

ally to Claim 45, Claim 95, or the other c - - -pc ■- ioaiiy 
being asserted by the plaintiffs here? 

A Yes. There were express statements on >.na ^ oubjecc. 

That appears in Plaintiff’s 13 • Of 

course, that's the blue one, the single bar, the first volume J 
at tab 3, Bates 84, I believe it is. 

Yes. At the top of 84 we could see reference 
to the claims that were under discussion. 

Now, your Honor, Claim 1 6 of the application 

ultimately became Claim 95 of the reissue patent. And Claim 

A5 of the reissue patent is one of those application claims 

listed, but I don't remember which one, but I Know it is 
one of them. 

Then if we go to the 

discussion of those 

claims at Bates 88 , four pa ges later 

. . 9 Ight in the middle, 

in the pink highlighted portion it 

not pink highlighted in yours but ^ Well, 
says: ri ght in the middle it 

"Second, the f ac t + v 

z that 

Cyan system ultimate Fl abandoned the 

y S hOtys 

recognize the multi ^hey did not 

eXed m ^triy 

feasible approach * system as a 

me *nt + 

obvious to them at that tilR t it was not 

^ Ime ” 



Kayton - direct 
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•ants were arg U i ng 


cnnlicants were arguing 
And therefore* the W 

ption of matrixlng, 

patentability in part on that combin 

-jig part of the same pap ex % 
And then finally at 5 


they state: 


.. A . # of reduction to 

Moreover, Atari’s l acK 


practice and complete abandonment of the subject 
matter of the invention indicates thet it was ac- 
tually unobvious to Atari that the multiplexed 
matrix system of applicant’s claims should be 
adopted for pinball machines in order to produce 
a practical and cost-effective commercial product. 
Q According to accepted practices and usages with so- 
called means plus function claims, was it proper practice 
to recite the matrix multiplexing means merely as multi- 
plexing means in the claims of the patent in , + . . 

patent in suit during the 

prosecution of the case? 

MR. GOLDENBERG: Objection. 

THE COURT: Sustained. 
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- direct 
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led l BY MR. KATZ: 

during the reissue pro- 

2 Q Turning now to another subject* 

, •f-v.p defendants charge the 

3 ceedings, Professor Kayton, did the 

4 plaintiffs and its representatives with vi°- at ° uie ^ 0i 

5 the Patent Office rules dealing with fraud an d rioconduct in 

6 connection with the original patent application and the 

7 re-issue application? 


8 A 


Yes, they did. 


9 THE COURT: Let me see if we can shorten this up. 

10 The findings of no anticipation pretty much 

overlap the no-fraud findings, don't they? 

12 KArz: Well, the question was, there was a 

13 question of whether it was material or not, and then what 

14 the conduct of the defendant was with respect to it. 

15 The examiner found snm* + 

some things were material, 

16 some weren't material. He looped 

‘ ea at conduct. 

17 There were also 

nces here, for example, 

18 there were references that the 

n ant ch&rged the plain- 

19 tiff with failing to disclose to th 

e Pa tent Office, hut which 

2° weren't part of the 282 notice. j 

21 i °ther words, they don't 

rely on those references now bm- y 

„ * the y — 

THE COURT: It seems + 

W O 0 i , 

23 that would come up in rebuttal ^ is something 


At the moment, here 
25 wouldn't remotely enable me to 


the Posture of this case 

^ fl> aud on the P atent 


2 


Kay ton - direct 
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. Plaintiff ' s case. 

Office at the conclusion of the ri 

v , a anv - issue in that 
If there is going to be an/ 

/nf/aD dfl, n t s i their ce.se. 
regard, it will be raised by the defen 

respond would be in the 
And it seems to me that the time to reoi 

plaintiff's rebuttal case. 

Do you agree? 

MR. KATZ: We could put that on in rebuttal, your 


Honor . 


THE COURT: All right. And you can just point to 


the -- I'm not sure what purpose it serves to have Professor 
Kayton point to things in these documents that you could 
just as easily point to yourself. 

So it wouldn't involve bringing him back here 
necessarily, it seems to me. 

Now, if there ' s a 

ything other than that that 

you want to point out, go ahead. But i + , 

t let's save the rebuttal 

for the rebuttal. 

MR. KATZ: Okay. WMt 

Uj Perha P s we could - it's 
pretty close to 12:30 -- I could + nl , 

take a look. j mlght have 

very few questions left then, 

5 maybp T 

lust finiev* < 4 . a « ^ 1 ^ould be able to 

just finish it up in a few minute 


THE COURT: All right. 
MR. KATZ: And then l 
THE COURT: All right 


When We get back. 


w °hld b 


MR. KATZ: Thank you " rec es s then unti 1 1,45 


e done. 


(Reci 


ss at 12:20 p.n. to j.. 
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MR. KATZ: I just have probably less than a dozen 

questions . 

IRVING KAYTON, PLAINTIFF'S WITNESS, PREVIOUSLY AFFIRMED 
DIRECT EXAMINATION (Continued) 

BY MR. KATZ: 

& Professor Kayton, Dr. Schoeffler testified in response 
to examination by Mr. Lynch that he had not read the file 
history of the claims in this action. Based on your hearing 
and reading of the testimony of Dr. Schoeffler, did he con- 
strue those claims in any way violative of the prosecution 
history in the Patent Office? 

MR. GOLDENBERG: Objection, your Honor. I think it 

most improper to ask one witness to ™ 

38 t0 COmm ®nt on the testimony 

of another. 

the court: Well, no, i thin . . . 

ls being asked to 

ate a fact; namely, whether the claim 

DlainHffi Was cons trued by the 

plaintiff s witness in this case any die. 

been in the Patent Office. Nearly than it has 

MR. GOLDENBERG: ait 

AU r lght. 

THE COURT: That's » - 

a f *ct. 

MR. KATZ: Thank you# 

BY THE WITNESS: 

Zt was consistent with the 
prosecution of which I am aw are , 

BY MR. KATZ: 


0 ve rruled. 


tir ety 

ana x 


° f the reissue 

3rn ®ware of it. 
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c’d i u 

Kayton - direct 

erring to the drawing, 

$ Now, Professor Kayton, referr 

. , , . a<?ue patent in suit which i 3 

particularly Figure 5 of the reissue f 

vou have that? 

the Plaintiff's Exhibit 3, both -- a * 

A. Yes . 

ft Both Mr. Frederiksen and Dr. Schoeffler testified that 

the so-called steering diodes shown as diodes 98 in Figure 5, 
which were indicated as being in the matrix to prevent so- 
called sneak paths, were intended to be shown for every 
switch in the matrix. Do you see that? Do you recall that 
testimony? 

A. Yes • 

Q. Based on the disclosure in the specification with 

respect to those diodes, which was also the subject of 

testimony by Mr. Frederiksen and Dr Srhnoffi,,. • 4 .,, J 

ut * scnoeffler, is the manner) 

in which those diodes are depicted in c • 

epicted m Figure 5 of the drawing 

in accordance with normal practice.! i„ 

ces in the Patent Office for 

drawings of electrical circuits? 

A* Yes ' they are. Very, very tyi call 

y* when you have a large 

electrical circuit with iterated 

a segments * 

, , s ' sequences of 

channels of wires, you don't show i t 

^11 fho i and you don*t put 

all the elements in. The broken 

n line 

MR. LYNCH: May it pleage ^ 

I don't believe this witness i a * 6 C ° Urt ' y°« H° nor ' 

3 te n<3e red 

electrical drawing practice or 9S an ex P ert in 

What he la testifying about; not 


ec troni c That's 

s generally* 1 


° Ut Pa tent office P ractl 


ice J 


i 


Kayton - direct 


x\ciy uun — 

u 4 n ir he is testifying about 

1 THE COURT: Well, I think n Ut 

, ^*wing electrical 

2 Patent Office practice in regard to ar 

* un's had SDfini 


3 circuits. Now 


. ash hi. what experience he's had specific. 


4 with the drawing of electrical circuits in the patent appli- 


5 cations. 
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hayton - direct 




BY MR. KATZ : 

■ anrP have yen had with 
Q, Professor Kayton, what experi eno 

connection with draw- 
respect to Patent Office practice ^n c 

ings of electrical circuits? 

A Well, 1 have written and prosecuted many patents deal- 
ing with electrical circuits; but, your Honor, I am cay 

ing is generically applicable to non-electrical drawings as 
well, where you have repeated sequences of materials. It 
is universal to patent drawings. But in fact, I have prose- 
cuted, if you look, your Honor, at the cover of Kayton on 
Patents, you see wave guide drawings. Those are electro- 
magnetic circuits. I wrote that patent and I have written 
many electrical patents. But it is generally applicable to 

what I am saying to all patent drawings, when you have 
sequences -- 

THE WITNESS: May I continue? 

THE COURT: Yes. 

BY THE WITNESS: 

A (Continuing) -- when you have 

THE COURT: How do you know 

hat it i s a se quence? 

THE WITNESS: Oh, thaf s nn 

* ^ ^ r °blem. There are two 

ways. One, as the witnesses testif ie 

tion pointed that out, that's what * ^ Verbal descrii/ ' 

the y sa id . 

But then also, your 

are various places in the drawin * y ° U can see thel£ 

ln 6s , f 

e *a-mpi e , right i n 


- direct 


i d 


i 


Kay ton 


niotical element 4o which shows 
the middle there is a, like ellip 

j there are broken lines 
a group of channels or lines, ana 

, 4 . , hP broken lines specifically 

there. Now, I don’t knew what the 

-poresenta t ion that there 
mean here, but that is a typical rep* 

n ^ Tines introduced either in this 

are more lines or may be more lines x* 

embodiment or other embodiments . 

If you look directly above that also, your 

Honor, you see a whole bunch of lines encompassed by ellip- 
tical figure 73. Well, those things stop in midair after 
some broken lines which, that suggests you are going to have 
connections on each of those lines, like the one that’s not 
broken, you see? And that is a standard technique, the 
combination of the verbal description with that drawing is 
supposed to tell the whole story. And if it doesn't, it 

doesn’t. And if it does, it does ,, 

, xu aoes. But those are standard 

techniques . 
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BY MR. KATZ: 


What is the purpose, if y° u kn0W ' ° f showing one 
ific circuit and showing the others in broken or dotted 


if you show one and it is 
shown everything that needs 


ft 

speci 
line? 

A. It has two purposes • One 

the same as the others, you have s 
to be shown in terms of understanding how to make and use the 
invention . 

Secondly, if you show them all, this drawing 
might cover the side of the wall, and there have been situa- 
tions where you start out with a complex electronic or elec- 
trical circuit that is called a bed sheet drawing that 

literally covers the wall. That i«* , 

mar is the engineering drawing, 

and then the patent attorney reduces it 4-w- 

* uuces it in this way by having 

the repeated circuits represented by brok»„ i ■ 

y urojcen lines or sometimes 

not even put in, just mentioned that 4 -k 

at they are repeated in the 

verbal description. 

That is a standard 

Gnt te chnique for 

bringing into reasonable compass an * 

electrical or even mechanical system iectronic 

enabling the person of ordinary skin * thS Sam6 time 

stand it, make it, and to use it 
ft Mr. Goldenberg -- 

K 0h ' just one other thino 

_ ’ Ins ide M* H 

t ere i« a whole patent when i ^ ayt °n on Paten ' 

With th fric 

the General ^ ectr 


" n tlle art to under- 
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, eloW , and if V° u lo °* at itf 
Company to an inventor named Big ex 

j it shows this kind Of 
it is in, I think. Chapter 2, ana i 

electronic lump parameter circuit. 

4 ^ . Q r,lely so that you will know 

I mention that soiexy 

I have written those patents. 

& Now, Professor Kayton, Mr. Goldenberg in his examination, 

of Mr. Frederiksen referred Mr. Frederiksen to a so-called 

low beta transistor, which Mr. Frederiksen indicated was 

described in the specification of the patent but only inferen- 

tially disclosed in the drawing of Figure 5. 

Now, in accordance with established Patent 

Office practices, does disclosure in the specification, as 

opposed to the drawing; satisfy the disclosure requirements 
of the Patent Office? 

A. It certainly does. The whole ^ 

wno re point of disclosure is that 

when you look at the verbal description „ ^ 

P ion or the drawings or 

both in combination, they must enable 

a person of ordinary 

skill in the art to practice the ,• „ 

6 lnven tio n that is claimed. 
Indeed even the claim 

s ' your Honor, the claims 

as originally filed, are part of th 

elemental that that disclosure re Sur ®, and it 

is satisfied k qUiremen t is satisfied if i* 

is satisfied by any one, two, Q r all 

the specification, and the drawi ng ° f ^ clainiS ' 

Now, when i teach 

i < cation 

preparation and prosecution, t Patent appi 

rge *y S1 . 

tudents to make 


urg e 


sure 
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ei£ describes everything 

that the verbal description in 1 

ri.be everything to be overly 
and the drawings themselves descr 

rh i ncr is left out , but in fact, 
cautious so as to make sure notnu y 

4m « A*- M n M n n n n r 

Dr . Schoef f l er • Mr - Gol denberq 


that is not necessary. 


Ql In cross examination of 

iracha and Englehardt patent, which 

in boy , and compared the 


showed him a copy of the B 
is Defendants' Exhibit 12-B, as 
disclosure of the program of that patent with the disclosure 

of the program in the Nutting and Frederiksen patent in suit. 
Plaintiff's Exhibit 3. 

Now, Professor Kayton, do you have a copy of 
the Bracha and Englehardt — 

A. No. 
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tent. Defendant's Exhibit 


Q, I show you a copy of that P a 
12-B, and ask you whether, with respec 


t to any icsue i n this 
c f the disclosures 


case, the difference between the form 

, , + x , rppr iect to the program, matters 

between these two patents, in respect 

in any way in the Patent Office. 

A It matters not at all. 

THE COURT: Excuse me -- 

BY MR. KATZ: 

Q And would you explain why -- 

THE COURT: I’ve lost the question. What was the 

question? 

MR. KATZ: I asked him to compare the disclosure of 

the program listing in the Bracha and Englehardt . In that 

one there’s flow diagrams and a listing of 

THE COURT: I see. 

MR. KATZ: -- and in Nuttier, Gl- 
utting there’s just a listing 

And I asked him if it matters in am, 

n any WR y in the Patent Office 

which way it’s disclosed. 

And then he said it , 

dldn t, and I asked him to 

explain. 

BY THE WITNESS: 

A The answer is that it doesn»+ 

n t matter. 

Only one thing matters- 

nary skin in the art, taking e&ch ’ ^ & P erson ° f ° rai " 

And if the answer ^ Pr&Ctlce invention- 

yes » then that’s adequate 


Kayton - direct 


23 Hi 


llAVfi to disclose tech- 

Now, there are many 

attorneys do it the 

nological innovation* No two patent. 

i ni write about the same 
same way, just as no two people wxu 

subject the same way. 

Some people feel exposition is helpful with 
flow diagrams; other people feel they are not, ana tnat the 
program listing alone is best; others feel both are good. 

In the final analysis, only one thing matters: 
given the verbal description, the drawings, the program in 
whatever form, would a person of ordinary skill in the art 


know how to make and use the claimed invention* 

Now, self-evidently the examiner in the re- 
issue so held, or he couldn't have issued the patent. 

And he expressly so held, because at first he 
gave Section 112 rejection for non.on«hi» 

non-enablement, which he 

withdrew as soon as Mr. Katz pointed n„+- + 

y lea 0ut that the program 

listing was in fact in the ap p i ication< 

Q Gould you compare the amount of t 

ext > normal English 

language text in the Bracha patent * 

w th that in the Nutting 

patent? 


A Y e s. Bracha has about thr< 
seven pages of text. 


^ es > Nutting has about 


Bracha has more pages Qf 

listing; of course, they're verv * ° W dia S raras 

ry d iffer 0 ^ 


would assume that, than Frederi; 


*se n 


Programs, «» *° u 

“ na 
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a couple of more payee of 


tt 1 n£ r. hut you will notice, 
drawings of circuits than does ^ 9 

, are spread out far. 

your Honor, that in Bracha the drawn b 


than is dene in the 
far more in the electronic circuits Lri 

Nutting and Frederiksen. 

Ail of these things -- what l f m saying is, all 

of these things are absolutely meaningless with respect to 

any issue in the case. 

Q In accordance with established patent practices, is it 

necessary to expressly state in the patent specification the 
function of each of the elements of the invention or any of 
the advantages produced by the invention to satisfy the 
disclosure requirement's of the Patent Office? 

A Absolutely not. 

Q And why is that? 

A It's very, very simple. 


The function of the 4 

ne pate nt is to teach the 

world how to make and use somethin^ 

b nat Presumably is of 

advantage to society. 


The reward that i s »«, 

8lVen the inventor is 
not a reward based upon his facilit 

_ , y in ex Plainine functions 

or advantage. The reward is f Qr 

that's of value. hav ln g done sorae thing 


And if the patent 
technologically that which he ^ 


enca Psui ates &nd capture s 
ltrlb uted ln a form s0 that 
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t c an make and use the in- 


people of ordinary skill in the ar 
vention, he's going to get the re- ,nr 

for being inarticulate or 
All that is r e - 


There is no penalty 

for the patent attorney being inarticu-® 

. stent and understand- 

quired Is that the exposition be con.>- 

able to a person of ordinary skill in the art. 

And that is why the patent attorney and his 

inventor may be his own lexicographer and even his own gram- 
marian . 

MR. KATZ: Your Honor, that concludes my testimony. 
-- the testimony of Professor Kayton, but subject to one item 
that we noted, that the -- although Professor Kayton said 
that the exhibit 1 1 6 — 1 was the same as i g ^ except «» « 

THE WITNESS: 4l6. 

MR. KATZ: -- 4l6, I« m sorrv zn a ^ 

3 surry , 416-1 was the same 

as 416-1 -- or, 416 -- Plaintiff's ^ 

s Exhibit 416-1 was the 

same as Plaintiff's Exhibit 4l6 # exopr>+ * 

* exce Pt for the color high- 
lighting, we did note that there 

e SOine clerical errors 

that were corrected in this 416-1 

And I would like to 

. , we'ii mark those as 

exhibits as soon as we have them h 

ere > and we'll introduce 

P&Ses to th< 

THE COURT: All right. 


them and give a copy of those 


Xe defendant. 
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hasten to add what i 

THE WITNESS: Well* 1 WOU 

one that you had and the 

testified from r your Honor# was tne 
one that you saw. 

MR. KATZ: Which was correct. 

THE COURT: Mr. Lynch. 

MR. LYNCH: May it please the Court, your Honor. 
CROSS EXAMINATION 

BY MR. LYNCH: 

ft Mr. Kayton, you testified that your review of the file 

history in the reissue application led you to the conclusion 
that protester had taken the position that claim 45 included 
a matrix. Correct? 

A. Yes# based on the materials that I 

ft Is that correct? 

A. Yes, based on the materials I read 

ft now, and you read the entirety of the file? 

A. No, I say based on the materials T 

s 1 read to the Court, 

that was what I made that statement based 
ft The first one was at volume 9 

* ^ ab 

Plaintiff's Exhibit 1. Would you x 
A- I think I can. I'd -- j ust 

Yes# I have it. 

0- Now, at page 612, you cited 

there was an indication that th* 

ex 


63 at page 612# 
ay your hands on that? 

° ne m °ment. 


46, said the protesters at page 


Ir ' ld dl e paragraph in which 

4n * lnet recognized in P aper 

' that sc j 

8e quentially and 
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n , on ts were known in 

cyclically multiplexed matrix ar 
moving mass arcade games, correct? 

A. Yes, I quoted that. 

. A US t multiplexing in 

Ql Then it goes down to talk abou 

the next column, correct? 

K Yes . 

. K=1+ . fhis reissue application 
Q. Now, throughout the time that tni 

was before the office, claim 45 was always followed by claim 
46; isn't that correct? 

A. I have no recollection. 

ft Well, you have the reissue application. Take a look at 

it. Professor. 

A. The reissue application? 

0- The reissue patent. 

A. Oh, 46 is physically after 45 in the patent, yes. 

ft And was throughout the entire prosecution? 

A. it may well be, but I have no i K 

idea whether it was or 

not . 

ft Do you have any recollection nf 

cla im 46 being amended? 

A* I have no recollection one w* 

Way the other. 

ft Can you compare claim 46 to 

° ri <?inally issued claim 46? 

A. Yes. 


Would you do it? 

Sure. Could you show 
Claim 46. 


>re s 


in the reiss ue? 


2823 
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1 

A. 

I assume you are talking abou 

2 

ft 

Yes . 

3 

A. 

Of the reissue patent. 

4 

ft 

It's after claim 45. 

5 

A. 

And its counterpart. 

6 

ft 

It is after claim 45. 

7 

A. 

Well, there is obviously confusion here. I don't under- 

8 

stand what you are talking about, Mr. Lynch. Let me tell you 

9 

what my understanding of what you asked me was and see if it 

10 

is 

incorrect. 

11 

ft 

No, let me ask you again. 

12 

A. 

Fine . 

13 

ft 

There is a claim' 45 in the reissue patent, correct? 

14 

A. 

Yes . 

15 

ft 

It is followed by claim 46? 

16 

A. 

Yes . 

17 

ft 

Was the same claim 46 present i 

n the original patent. 

18 

the 

original patent that issued t>rio 

r to the reissue appli ca “ 

19 

tion? 

20 

A. 

As, as No. 46? 

21 

ft 

Yes . 

22 

A. 

I have no idea. 

23 

ft 

Can you compare them? 

24 

A. 

Well, I would have to i 0oJc 

25 

the 

original patent that had to v. the r e Was a c ia im in 

be like 

cl ®im 46, because 
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zed. But it 

there is nothing bracketed or italic 1 

. t j ie origi na1 ' I cannot 

is numbered any particular number in 

tell you without comparing those claims. 

„ ^ Ar ^inal patent in front 
Q. You don't have a copy of the ori9 


of you? 

A. I do. 

0. Well, compare them* 

A. Right here* 

Q. Compare them. 

A. ’ All right, I'd be happy to. I thought you were going 
to show me which one it was. 

The point being, your Honor, that in a 
reissue the claim numbers are not necessarily the same. 

Shall I compare 46 with 46 now? 

Q. Yes . 

A. Yes, they are the same. 


Q. 

A 

& 


46 is a claim that calls 
Inter alia, yes. 

And claim 46 accompanied 


for a matrix, correct? 
claim 45 throughout the prose 


cution of the reissue application 
A It was in the case, yes. Is 

Q. And it followed it as claim 

A Well, I don't know that. 

know . 


correct? 

that wk a i. _ 

uat you mean? 

0ne behind claim 45? 

^ We U have, but I don't 


deferring now back to the 

rgument 


w hich 


you 


said 


Kayton - cross 


established that the protesters regar 
a niatrix, is any reference made to cl 31 
with the argument that you cited at P a 9 e 
A. No, not at all. This was a generic 

therefore, inferentially includes the broa 
the narrow claims. 


claim 45 as includi 
45 in connection 
612 ? 

statement and, 
d claims as well as 


nd 


1LP 
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1 

Q 

i the c 1 a i m s, 

I see. You attribute it to aix 

is that 

2 

1 correct? 


3 

A 

Yes, unless there is something immediately 

before that 

4 

res 

tricts it. 


5 

Q 

Let me ask you to refer to P-X 414, tab <- j s 

at 288. 

6 


That was the second instance 


7 

A 

What is PX 4? 


8 

Q 

414. 


9 

A 

Oh, Px 414. Is that the black bar? 


10 

Q 

I didn't get bars, Mr. Kayton. 


11 

A 

Okay, I have 414. 


12 


Which volume? 


13 


THE COURT: -It is Volume 2. 


14 


THE WITNESS: 2? 


15 

BY 

MR. LYNCH: 


16 

Q 

Volume 2, tab 25, at page 288. 


17 

A 

What is the Bates number, 288 9 


18 

Q 

288. 


19 

A 

I have it. 


20 

21 

22 

Q That was the second instance tu* 

, . „ hat you cited where 

defendants supposedly attributed a mat 

ciaim iic a Flx imitation to 

oiaim 45 , correct? 

23 

24 

A Yes. Let me just check my 

^ n °tes and „ 

wha t I do have. 866 if 

that is 

25 


Yes, that is correct. 
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<■* 


Yes, correct. 

Is there any mention of Claim 45 or Iio he * 

A No, it says the Nutting patent as a viho±e, and presum- 
ably, therefore, comprehends all of the claims. 




It gees on to say: 

"There is nothing taught about de-bouncing 
switches. There is nothing taught about the 
manner of solving noise problems or static inter- 
ference problems. There is no concern about a 
possible failure mode caused by a stuck: switch. 
Yet these latter items are the items Bally dwells 
upon in its arguments . " 

Right. 

iSn '‘ “ the case > p rofe=sor, that a narrow claim 

must he mat with the addition.! limitation, that It Injects 

into the claim if it is to be re1pn+** 

e re Jected on the art? 

A Sure, but the broadest cxaims include 

exuded most of tho; 

because they were means plus function clai,. 

Q Professor, it is the case. i<= u 

not > that Claim 45 


A 

CJ 


• se 


does not use the term "matrix M 

correct? 

A No. If you me an in its system! 
m 


eans for doing something, and that • ' * y£S> ^ ^ 

Th 0 „ „ lncludes the matrix. 

The word matrix" i s 

matrix is in there as surely a s n th ere, but a 

y as a nythi n „ . 

that patent. S disclosed i n 
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to refer to your 'U 3> 


indicated that Bally, 


Kayton - cross 

Q Professor, I would like y ou 

Volume 1 . 

A Yes . 

Q Page 88. 

Now, at this point you 
or the applicants, the re-issue applicants, made an argument 
that indicated that matrix was inherent in C la 4 p, is 
that correct? 

A Wait just one moment so I can see my notes and see in 
what context I made reference to that . 

(Brief interruption) 

BY THE WITNESS: 

A Yes, what I said' was this statement was made responsive 

to the “ examiner 1 s invitation tn 

1 n Zo the a PPlicants to respond to 

the protesters' argument that there 4 

re was obviousness involved 

over a particular piece of prior »*.+ 

Prior art, and I have forgotten 

what. I think it was Burnside hut t 

* Ut 1 am not sure. 

BY MR. LYNCH: 

Q Was the argument that wa s advn„ 

. „ *" tM specific to 01*1. * 5 ! 

A An of the claims that were i • 

e J-ist 

the protesters included, as I e 
Claims 45 and 95 * 

Q And 46 also, correct, i n ^ 

A v ery likely. 

Q Pa ge 119 of the same book 

* Plea 


' eci as being obvious by 
toi a the Court , 

Slae spnt ext! 


•s e . 


Kayton - cross 
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A Sure. Yes, I have it. 

, . viffiiniGflt advanced b v 

^ Is there any indication in this 

. " 8 i xi 4 '? 

Bally that their response is specific ° OJ - 

A This entire paper is responsive to a --l ^ ii0S0 Cj ‘ a ^ A “ s 
and includes Claim 45. 

0. Do you need the question again, Mr. Kayton? 

A Well, the answer is -- 

Q Is there anything that indicates that the argument here-- 
A Yes. 

Q -- made at 119 is specific to Claim 45 and excludes 
Claim 46? 

A And excludes Claim 46? 

Q Yes. 

A I "see nothing that excludes Claim 46. 

Q Now I would like you to refer to 41 3 , Volume 3. 

A But it clearly doesn't exclude Claim 45 . 

Q ^13 > Volume 3, Mr. Kayton. 

A Mr. Lynch, I am very ha ppy to so there 

Is it inappropriate f 0r * 

ie to complete the 

answer? 

THE COURT: I think you 

eaci y have, haven't you? 

THE WITNESS: Well, no, j 

more point, but j „in proceea Q ’ there »«s one 

THE COURT: Well, if y0u ^ 1 Was toapproprlato . 


ahead . 


re s °mething to add, g° 


Ibl 
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THE WITNESS: Well, I have 

But I would like to say 


2830 

added it. 

gain, just as there 
fic to 46, there i s 


is no specific indication that it's spe cl 

. enorific to 45, but at the 

no specific indication that it's specu 

beginning of the discussion it is made clear tha„ 

arguments are applicable to all of those claims. 

Right at the front of that paper that has 

that argument, responsive to the examiner's rejection. 

Now, I didn’t catch the next volume. 

BY MR. LYNCH: 

Q. 119, same volume -- I'm sorry. Volume 3, 698 . 

A. Volume 3 of Exhibit 413. 

Yes, 1 have it. 

& Now, there is an argument that commences on that page 
that says, "Thus, considering amended patent claim 1..." 


Yes . 


& Do you remember what patent claim l had 
reissue proceedings? 


during the 


A. No. 

0- Do you remember if claim l 

never recited the word "matrix''? 


was 


one 


the claims that 


Well, shall I look at the 

^ Adi 


aim 


tion . 


and re fresh my recoll® c ~ 


You 


can look at the claim 

9 Yes , 

MR. LYNCH: Can I make 

a f** 


°py 


^ this avail a ^^ e 


to 
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your Honor? 

THE COURT: Well, which one is that? 

Hnnor , volume 3. 

MR. LYNCH: I'm at 413, your 
THE COURT: I've got it up here. 

MR. LYNCH: I don’t know what bar that is, your 
Honor. I don't know what the color code is on it. 

It appears to be 3 blue stripes, your Honor. 
THE COURT: Yes, I have it. And what pane? 

MR. LYNCH: Bates No. 698, if it please the Court. 
BY MR. LYNCH: 

a Now, by refreshing your recollection with the patent, 

the reissue patent, can you tell me whether claim 1 of that 

reissue patent or claim l of the original patent uses the 
specific word "matrix"? 

1 The word "matrix" is mot in that claim as a word, it i, 

in there however as a technical element based upon the 

testimony of Dr. Schoeffler and the soeni 

°i j ecitication. 

ft I understand. 

A. All right. 

In fact, if we 

it again. 

ft If we progress from the first 

, QQ ^ a 9raph beginning 

698, we find that it says: “Thun 

us f consirir* . 

claim 1 “ : That iB the claim ^ ^ tended patent 

fic word "matrix." Correct? ^ include the s P ecl “ 


era tand that, i won't say 


3 
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A. Yes . 

and in that quoted 

g. It goes on and quotes the claim/ 

i. 4 -rMX M does not appear, 
portion of the claim the word matrx 

Correct? 

A. Yes . 

ft As we go on, we are continuing to distinguish it, and itj 

says, "Referring particularly to the underscored language m 
Burnside” — 

A. I don't know where you are. 

Q. Below the quoted material. 

A. Ah-ha. Okay. 

Q- And the argument is being advanced, is it not, 

Mr. Kayton, of the patentability of claim 1 as amended over 
Burnside? 


A May I read it? 


0- Yes . 

A (Witness reading document.) 

Yes . 

ft Now, as we go down, we can turn 

e Page , we come to 

the next page, the argument continues 

I’d like you to go to 

ne second full para- 
graph on page 699. 

A. Yes. 

ft At that point it says, 

• ° u tnsi(j e 

other of th . othet p . * ls ° aces not ai.clof 

ng cl aim s . ■■ 


I 


Correct? 


Kayton - cross 
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I don't know where you are 


It beains with the 

I am in the second full paragraph 


word — 


The second full paragraph, yes. Okay. 


Yes . 

Q. "For example, although the switches and lamps 

of Burnside are each physically positioned in a 
matrix, as discussed above, they clearly are not 
electrically connected in a matrix as that term 
is used in other pending claims." 

To what does that refer? 

A. That refers to claim 46, I'm sure. 

But you overlooked a critical paragraph, 

Mr. Lynch. You skipp.d the Lotto, of page 35 and the top of 

35. And that talks .bout the .ultiplexing ,ea„s connected to 
signal the processor. 

And that presumably is 

multiplexing means 

of the claim that we're talking about. 

And multiplexing means needn't- 

- an t say multi- 

plexing; it just could say means * 

9 a means 4-u 

' that means, first 

means • 

That means is a matrix ^ 

therefore this discussion deals wi*v. ltlple *ing means, and 

WJ -th that a 

distinguishing from Burnside on th ** re ■ Lationship 


amtussion aeals with 

lis tinguishing from Burnside on th ** re lationshii 

dt ba s is# 

What’s talked about < 

111 th e Bn T 

successive P -*- 4 
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is another aspect of the matrix. 
Dr. Schoeffler testified. 


in exactly 


the way that 


said. I'm just 
acquired by the 


This isn' t mine . 


Th 


is is what Dr. Schoeffler 


pointing out where these 


very things are 


ilaims in exactly the way 


Dr. Schoeffler said. 


Kayton - cross 


2dJb 


Q I am Just pointing out where the dif f crent in ' ion w *s 
made between claims that contain the word matrix and those 


that aid not. 


Turn, please, if you will, Prolessor -- 
A Well, that's not the distinction made. 

Q -- to 7 A 4 -- 

A Pardon? 

Q You mean there is no distinction between a claim that 

uses the specific term "matrix" and a claim that does not 

on pages 698 and 699? 

A Yes, because 46 distinguishes not by matrix, but by the 
way the matrix is hoohed to the switches and the lamps, as 
Dr. Schoeffler must have testified to ten times. 

The fact is, both claims require a matrix. 

46 that tha s.ltahaa a M laaps be ^ ^ 

plurality of sets to the one matrix t , 

know this simply be- 

cause I have heard Dr. Schoeffler o 0 + 

1 so testify, 

Q I understand. 1 just want to ta l > 

. K ab °ut what is written 

Mere and we can worry about that lat 

^ c r , 

Turn, please — 

A Well, that's what I am doing. 

Q - to 744 of the same volume 


Yes . 


^ Wow, here again there are addi 

t i ona l 

advanced i n another paper againc* ar guments being 

°Ver *.v « 

the rejection of 


ar 6Ument s being 
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the claims on Burnside, correct? 

_ x-v e Q 0 H this . 

A I have to look at that; I have noi 
Q Well, take a look at this . 

A Yes, the top, it says, "...distinguished them from 
Burnside," and I have not read down. 1 will a.?aj. u the 
question 

Q Nov;, it again underlines that multiplexing means 
language, correct, and the argument continues on 7^5? 

A Are you saying the claim underlines it? 

Q It is underlined in the claim and the argument continues 
on the following page. 

A I would like to look at that claim. 

(Brief pause) 

BY THE WITNESS: 

A Yes . 

BY MR. LYNCH: 

Now, if you turn to page 746 
Well, I don’t know what I am S1]nnn 

to look at on 7^5 

Well, in the continuing argument th 

her e, is the distinc- 

raade or the argument made thnr ^ 

‘ Clai!!1 1 involves a matri; 
e not. That argument i s , 

re cted to an entirely 

. 


Q 

A 

Q 

tion made or 
A Of course 


different issue. 

^ Turn to page 7^6. 

A I am not finished . 

- to an entirely atf 

rent Issue, by Pb« 
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ls the apparatus 


out that what we are talking about her - 

. , the state of each o' th< 
would have to be able to determine 

certainly couldn't do. 


switches separately, which Burnside 

. nra i es. There are 
and you are talking about apples ana x 

dozens of things in that claim, end in project 
claim application, the attorney does whatever *he a^torn^ 
does • He discusses each of the issues# he is not obli 0 ed 
in every sentence to say, ff !here. is a matrix in tuis thing, 
and also 11 --"there is a matrix in this thing and also, 
and therefore, my answer to your question is, it is irrele- 
vant, the issue of using the word "matrix" in that sentence. 
Q He says at page 7^5* 

"Obviously 'cyclically and sequentially en- 
abling each of the signaling means to signal the 

processor that its associated response means have 

detected the masses * • - mean*? +u ±. ^ 

means mat the apparatus raus 

be able to determine statp r»e „ 

of each of the switches 

separately. " Correct? 

A Correct. 

Q Can one do that in a matrix? 

A I have no idea, technically. 

* ca n tell you about 

is what the claim says. It say s 

flexing means. •• 

and that means is a matrix multim 

i J - e xin£r r t _ 


means 


ly and sequentially enabling," that* 


n g means , "for cyoli 0 ®^" 


S '' hat the claim says. 

And to the extent th 

elated wlth th at means, the means th-l that function is * sSO “ 
function i s the matrix multipi exl t ca rri th at 

^eaj 
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Kayton - cross dcij 

Ci Turn to page 746 . 

A. I have it. 

„ f P yt below the quote 

Cl The first full paragraph of the t: 

indicates, "The language with which the prote 

referring to with relationship to the term matrix is con 

tained, for example, in claim 2 which reads," and then there 

is an underlined portion of claim 2 where the word matrix", 

among others, is an underlined portion of claim 2 where the 

word "matrix," among others, is underlined. Correct? 

A. Yes • 

Q. So there was a distinction at this point made to the 

fact that the word "matrix" appeared in claim 2 and not in 
claim 1. Correct? 

A. Ab.olut.ly not. Dr. Scho.ffl.r Bode that as cl.ar as 

anythin, nan ha. The ..Mix i. in cl a i„ lf it is ± „ c laim 2 , 

and he i« talking about the plurality of eQ 4 . 

of sets of elements. 

Now, I have not been 

llowed to talk about how 

you construe claims. But this ia 

* classic example of 
claim differentiation. This is the class- 

claim 2 distinguishes from claim l 

the way things are hooked up to the 

Now, I feel 

THE COURT: 


O 


c indication that 
not in 4-u 

1 matrix, but in 

matrix. 

r “ Uy Mon .. 


I think. Mr. Kayton 

talking about something different ^ at y ° U ar& 

^ than Mr r 

about. You are talking about your . ' YnCh iS talKin? 

i of > , 

how the claims 
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of plaintiff's case. He 
attributing to the 


s to whether or not the 


ought to be construed and your view 
is talking about your earlier testimony 
defendants essential agreement with your 

Now, this question goe 

n fl fpnt Office were dis- 
defendants in their argument m the Feu 

tinguishable — no? 

MR. LYNCH: I think it is fair to say, your Honor, 
the last two you have looked at have been arguments by the 
plaintiffs. The last two have been arguments by the plain- 
tiffs. The first two were arguments by the defendants that 


Mr. — 


THE COURT: What's in here? 


MR. LYNCH: That's an argument by Bally and the 

general point was that it was not universally accepted through) 

out the reissue proceedings that there was matrix in claim 1. 

I think that there are words there that can be read to the 

contrary of Mr. Kayton's testimony. 

THE COURT: All right, i wifh ^ 

' withdraw what I said. 

I thought this was something the defo 

pendants were saying. 

THE WITNESS: Thank you, your 

This is the very heart * 

r the matter. 

Claim 2 talks about how things are ho k 


the matrix. 

nee ^ to mention the 

5c llSsion are 

hoc.d it . wh .„ y „„ , ot to . ,bo « how thinos 


in claim 1 there Was nQ 
matrix, because there was no disi 
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Kayton - cross 

from Dr. Schoeffler's 

THE COURT: I have all rna& 


testimony . 


THE WITNESS: Okay. 

^ ^nina to accept it or not 
THE COURT: I am either going 

on the basis of what I've heard already. 

THE WITNESS: Well, your Honor, I felt impelled to 

respond accurately to his question/ and I think I now have. 

THE COURT: I think that I will withdraw the 
privilege I had extended to you so far to editorialize in 
answering questions. Please answer the questions directly 
and let Mr. Katz come back on redirect examination, at which 
time you will have ample opportunity to add anything you want 
to add . 

THE WITNESS: Yes, your Honor. 

THE COURT: Otherwise, we will be here for the rest 
of the week on your cross examination. 

THE WITNESS: Yes, sir. 

BY MR. LYNCH: 


rect? 


ft You testified about the Bracha « 

na Patent, COr 

A. Yes . 

ft And I believe you testified that 

the f act that the 

Bracha patent may be used in th*» ^ 

c °mmerc-i i , , 

games at Bally - 

immaterial to the commercial 8 ucro. 

the . 411 . con siderations involvi. 

the 441 patent, correct? 

A No. 


1LP 


3 

4 

5 

6 

7 

8 

9 

10 


11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


Kayton - crons 




.miner would not have 


vi Well, you testified that the e*a 

success to the 

understood and attributed the commercial 


Nutting invention, correct? 
A Would you repeat that? 


Q 


You testified with respect to the Brsch a patent -- 


well, let's go back to the Stern license. 

You testified about the Stern license, Plai, 


tiff's Exhibit 76? 

A Yes . 

Q Said this was a license under only one issued patent. 


correct ? 

A Y e s. 

“ fou are ...re that the testimony confirms that it was 

also a 'license under the patent application that was pending 

that eventually issued as the Bracha patent, correct? 

A Yes . 


Q Xt ls common, is it not, to have 

censes under patent 

applications, is it not? 

A Yes, but no royalties can be nm „ 

pa-id on it . 

No royalties can be paid under annl4 

tT , a PPlicati 0n ? 


Q 


A Unissued applications, right 
Q Are you suggesting that it i s 


the law to pay a royalty under a ~ 

a Pendin 


ea l or somehow against 


Unless you are paying for an pat ent application. 

n ° pt io n on . , 


I am suggesting that that i s tho n °r a trade secret, 

ne ca S8f 


Kayton - cross 




, issue, correct? 

The Bracha patent eventually 


A Yes • 


Q I would like to ask you did ycu review the file history 
of the bracha patent? 

A I did at one time. 

At page 11 of an amendment filed in the Bracha applies- 

% 

tion, entitled "Amendment F, " at that point-- 
A I can’t find it. 

Q -- an argument was made: 

"Although the Nutting, et al patent, which was 
considered to be the most pertinent reference, 
teaches the general concept of employing a multi- 
plexing system in a pinball machine, the particular 
use of the separate controlled circuit in the 
present application--' that i s the Bracha appli- 
cation - "provides certain advantages over the specific 

embodiment disclosed i n the B utt , 

e Cutting, et al patent. 

These advantages include 

reduction in radio 

frequency interference i n th 

6 lamp portion of the 

system when direct drive i 

e IS us pH , . 


peak currents for greater 


lSed * Providing lower 


1 1 t 6COno ^ m repair and 

simpler trouble-shooting du 

. . ^he separation of 

indicator and switch P 

^ l on s o f» + 

the computer portion." system fr0 ‘ l 

Now, Professor Ka yton 

> Vni, 


can verify, can 
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you not, those comments were made by 
Bally on behalf of Bally in the Bracha app-^ c 
A Yes . 

Q Those comments, assuming the truth Ox them* 

offers advantages, does that not indicate that part Ox uhe 
success of the Bally machine is attributable to the develop- 
ment of Bracha? 

A I would imagine so* I would be surprised if that was 
not the case* 

Q You did indicate that you didn’t think anyone could pay 
any money under a patent application unless they had something 
in addition to the patent application, like a trade secret 
or something like that-, correct? 

A Unless there was some consideration -- 
Have you ever -- 
--know-how , trade secrets. 

Have you ever seen Exhibit 12-DD, p rof 
Yes. 

You have? 

I have seen — well, maybe I haven't 
No, I haven't* 

It is 

1 thought this was the Stern lp 


Q 

A 

Q 

A 

Q 

A 

Q 

A 


‘essor? 


Q 


censp , 

»o, u l. a latter circulated by St ’ “ “ ” 

th “ «>. parts la th. Stern ^ 

interchangeable with all the parts i n ^ &re a bsolutely 

6 Ba Uv m 

^ Machine. 


Yes . 
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Qt Would an arrangement that P e 

that support such a royalty? 


rmitted a company to do 


A. Would an arrangement -- 

. 4-hat permits a party 
Ql Would an arrangement, a contract 

. party's device, 
to make interchangeable parts with anotne y 

would that support a royalty? 

A. Depends on the contract. I'd have to read the contract 

Q. But it would support a royalty, that is, for that 

privilege, correct? 

A. I have no idea. You would have to show me the con- 

ditions of the arrangement. 

Just as I can't construe a statute without 
the statue, I can't construe a contract without the contract. 
Q. Did you review the Stern license. Professor Kayton? 

A. I looked at the Stern license and read it. 

0 Assuming the truth of whet is said in 1 2 DD , t h»t is, 

thtt stern mad. int.rch.nge.hle parts with those 

circumstances is it not reasonable - 

e to ass ume that part of the 

royalty in the Stern license is a t+-r--iK ^ 

attributable to that arrange- 

ment? 

A. I can't deduce that from that 

This i s a con tract be- 
tween Stern and Bally that you're t- i, 

ta Ikin g about. 

I don't understand whaf . 

interchange ability 

e not Dronrioi.,.. 

to do 


of parts that are not proprietary 

y ° r an ythi 

with it. 


else has 


Kayton - cross 


If you explain it to me. 


2c54L) 


I'll understand it 


2 ft 


3 A. 


Let me suqgest -- 


, . 4 - m area of which I have 

ju are r however, talking about an 


4 no knowledge at all. 

5 ft Let me suggest to you. Dr. Kayton, that it says here 

6 that also "Bally test equipment, including the AID-1 and AID- 

7 2, which many operators have purchased, and Bally board test 

8 fixtures, which many distributors have purcahsed, work on 


9 S tern games . " 


It goes on to indicate -- 


11 A This is 12 DD that you're talking about? 


12 ft 


Yes . 


13 A. Oh. Fine. Then I'd like to follow it with you. Where 

14 are you?" 

15 & The arrangements provided here, in your experience, 

T6 do such arrangements support royalties 

* es ln agreements between 

17 industrial parties? 

18 A You have to show me what vou'r*« 4 - , 

Y re ta lking about. 

19 Thia is a le tter to the . 

ls tributors. Now, 

20 what am I supposed to know about it? 

21 ft Let me ask you this: When vnn 

„ the c °hsidered the issue of 

22 the effect and import of the agreement 

» 76, on s.tabli.hin, co»»erci.l , uccess ' = 

24 fact th.t stern, in obt.inin, this a , ’ ^ 

analogous to those set forth on i 2 ° btained ri9htS 
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May I read 12 DD? 


. . 4_ to dd s ay s • 
I have no idea what 1* 


2d4b 


(Witness 


lt this says they acquired any 
Look , Bally is a 


reading document.) 

I don't see tha 

rights. It sounds like they're saying: 
good company. We make parts like theirs , and if you buy our 
machines, you could use Bally parts. 

That's all I can read from — 

Q. I'm asking you to assume that those rights were 

acquired: Would they, in your experience, support a royalty? 

A. What rights were acquired? 

Q. The rights set forth in 12 DD. 

A. There are no rights set forth in there, that I can see. 

Show me the rights, and I'll respond. 

Do I misunderstand what this letter says, 

Mr. Lynch? 

ft Professor Kayton, I'll go on to something else. 

There was a 131 affidavit 

lfc filed in the Bracha 

case, correct? 

A. Yes . 
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2 B 4 / 


, nve ntion w« s reduced to 
3 It establishes that the Bracha in 

. . ipH, on May IQ. lQ?r 
practice, or so there was an affidavit 

A I can ' 1 hear you. 

ft The Bracha invention was allegedly reduced to practice 
on May 10, 1975. Correct? 

A I think it says before May 10, f 75* 

Q. Before May 10, ' 75 . 

A Yes. 

Q Now, May 10 , 1975 was before the filing of the Nutting, 
the original Nutting patent application, correct? 

A I believe that's correct, but I don't know for sure. 

Q It was filed on May 13 . 

A Okay. 

a "on. It is the case. Is It not, that the subject matter 

of the Bracha patent Is or corresponds to the claims In the 
Nutting patent, correct? 

A I arn not prepared to say that, t h . , r „ 

Ve no basis for know- 
ing the relative claim relationships of 

r the inventions. 

I know nothing about th* * 

r &cha technology at 


all. 


<4 


Do you know whether a reduction t< 


R D^acticg of the 

Boomerang machine which occurred 

on May in-, 

or prior to May 10, 1975, whether that d ^ ^ "" ^ ^ * 

within the scope of the issued lndeed W&S 

V '- La ims or 

A I have no idea. he ^tting patent? 


Kay ton - cross 
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device was the 

q Well, you do know that the Boomerang 
basis for the B&lly commercial games, 3° y ou 
A Boomerang was a prototype, if ^ recollect, 
commercial device, yes. 

Q. And it was the prototype of the Bally commercial games, 
correct? 

A I think that was-- that Boomerang was submitted here in 
the Kule 131 affidavit, yes. 

Q That’s correct. 

Now, it was the prototype for Bally commer- 
cial games, correct? 

A I understand that to be the case. 

Q. And if indeed the 'commercial success that was introduced 
in the Patent Office about the Bally commercial games is 
attributable in any fashion to the Nutting patent, the 
Nutting patent would have to cover 

Lnat > correct? 

A No, I don't know that to be the cas. 


cover-- 


cas e at all. They may 


Q It would have to cover the commerci n i 

raj. games? 

A They may cover entirely diff ero „ + 

, nt part ® of the game. I 

don't know. 


to say. 


You have a big system 

m not in a position 


Boomerang may have 

e s omethi n 

claims cover, and Nutting and P red b th&t certain 

er i^sen 

’-hat may cover 
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nci tion to respond, 
other parts of it. I’m not in a P Gl,iw 

, .. of the Patent Office con- 
Q Dr. Kayton, you testified tnau 

. t up i i y parries “ — 

sidered the success of the commercial 
A Yes. 

-- as relevant to the patentability ° x the *iuuwin^ 
patent, correct? 


A Yes. 

That would mean, for that to be a valid consideration, 
the commercial Bally games would have to be within the scope 
of the claims of the Nutting patent? 

A The claims would have to comprehend part of that system 
yes. That’s necessarily the case. 

But the r elationship between the Bracha invention 

and the Sally Invention, only the examiner and you know. 

I don’t. 
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Kayton - cross 

now whether the Boomerang 

1 Ql Let me ask you this: Do you 

lfl fact within the scope of th< 

2 or any other specific game was in 

, , Boomerang , Bow and 

3 Nutting patent? Any other Bally game, 

4 Arrow, any of them? 

„ and Nicrht Rider were 

5 A. My understanding is that Freedom a 

6 submitted in the reissue as demonstrations of commercial 

7 success of the Frederiksen and Nutting patents, yes, that s 

8 my understanding . 

9 Q. But you have, so you have no understanding as to whethei 

10 the prototype for the Bally games as embodied in Boomerang 

11 was comprehended, as you put it, by the claims of the Nutting 

12 patent? 

13 A- Well, there are two things. One, I do not know that. 

14 And I also do not know what the distinction between the 

15 Nutting claims and the Bracha claims are in relationship to 

« the is entirely possible that they don’t compre- 


hend each other. All I testified to 


was that the examiner 


18 did know, he knew all of the things vou , 

* are talking about. 

19 ft Assuming that the Boomerang qamei , 

y game i s within the scope 

20 of the Nutting patent, the affidavits 

have before you 

2 1 establish, according to Bally's own . 

admission, that it was 

22 reduced to practice prior to the 

ng da te of the Nutting 

23 patent, correct? 


24 A 


That's what it says. 


25 ft Now I'd like you to refer to 


Ur ®xhibit 413 at tab G- 
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Kayton - cross 
I 'm sorry , 415 , 415 . 

K , 4eve , that the examiner's 

You testified, I believe, 

. art and to reject the 
role in the office was to consider tne 

, . ^ 4. h e statutory criteria, 

claims or to make sure that they met tne 

correct? 

A. I said more than that, but he does that, yes. 

Q. Now, at page 13 of this portion of file history, the 

examiner asks, " -• 

A. May I get to it? 

Qt Yes. 

MR. LYNCH: It is Bates No. 77, your Honor. I am 
operating on an entirely different system. 

„ THE COURT: I have it. 

THE WITNESS : I have it. 

BY MR. LYNCH: 

& It says here, "The examiner is asking 4 -^ 

asKing the question, 

'Just what was it that reissue apDliranf. , 

ppiicants did that others 

attempting to practice in this discini^ 

Pilne we re allegedly 

incapable of accomplishing?' it an** 0 

93 ° n indicate upon 
reevaluation of the pertinent facts Co 

nc ludi ng the disclosure 

of 232, the examiner has noted that +-v, 

the rec °rd is not very 
clear as to the problem to be encount 

ered b Y those ordinarily 

skilled in the surface projectile or 

Pinball art. Whether 

such problems were long-standincr 

^ 9 were s 

. v , .. 8urn >ountable 

A- You've got to direct me, Mr. 

YnCh * I don't know where 
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j you are. 

t w as just "" 

Qi I am reading. Did you see where 

A. I saw where you started. 

ft I am reading directly down from this. 

A. Are you in the middle of the page now? 

ft Yes. 

A. "Whether such problems"? 

ft " -- were long-standing , were insurmountable or would 

have required undue burden or experimentation to resolve, 
did reissue applicant's contribution actually overcome these 
problems? And what were the problems encountered in an 
integrating discrete pinball version into a self-contained 
unit, and, would these problems have been merely routine to 
those practiced in the art?" 

Now, those questions were asked by the 
examiner, correct? 

A. Yes. 

0 • He was asking a subjective 

question, was he not? 


Just what happened. 


correct? 


A. It sounds objective to me. 

ft All right. Now, it is a fact 

answer was given in response to thos 

o 

A Ultimately? 

ft Yes. The answer given to Bally 


d ° you 

questi 


to tho 


the answer given by Bally to tho«so 

e quests 

^ons 


recall what 
ons? 


Se questions 





Kayton - cross 


A. I now understand the question# and I don t llect 

off the top of my head the answers. 

ft Do you recall if the answer to that question# Dally 

indicated anything about its software# the software aspects 
of its invention? 

X have no recollection. 

You have no recollection at all? 


Can you get 413, PX-413, at tab 12# Bates No. 316? 


Yes . 


MR. LYNCH: Your Honor, it is volume 1 of 413. 
THE COURT: I've got it. 

- MR * LYNCH: 1 don’t have stripes on it. 

THE COURT: What’s the Bates page? 

MR. LYNCH: it is 316, your Honor. 


Y MR. LYNCH: 


At this point# this is Bally» s re 
those very questions? 


sponse, is it not/ to 


I don't know. 




Kayton - cross 


Can you detect from right here 


.OvJ'f 


it is a Bally paper 


the Bally exhibit 


we are in the middle of. We are in 

. ».^ced by the examiner 

A. The title says, "The questions rais 

are answered by the record in this case." 

If this refers to those questions, then that 

does it. 

Q. Come down with me, Professor Kayton f to the second full 

paragraph . 

First the examiner has asked: 

"Just what was it that reissue applicants did, 
et cetera. 

A. Yes . 

& Now, the answer that is provided there does not refer to 

a combination of hardware and software, does it? 

A. It is a short sentence, and those words sure do not 

appear there. 

& Second, if we go down to the next „ 

next paragraph: 

"The examiner queried whether th B 

Ulie r there were 

problems encountered by those 

°tdinarily skilled 
in the surface projectile or • 

Pinball art and 

whether they were lon g - st 

9 °r insurmountable 

or would have required undue 

Uf den or experinienta- 

tion to resolve." 

Now, in response to th 

, 1 9 w hat specific 

problems did Bally outline? H 
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A. Should I read that? 

, . _ _ , -i _ outline in response to 

Q. What specific problems did Bally o 

that question? 

THE COURT: Read it to yourself and then answer 
the question. 

THE V7ITNESS : Oh , I see. 

(Brief interruption. ) 

BY THE WITNESS: 

A. I suppose the noise problems because it refers to the 

Atari and Ramtek activities, which failed because of noise 
problems . 

BY MR. LYNCH: 

Q. Specifically what problems are mentioned there? 

A. They said that there were such problems and that 

couldn't be cured by experts such as Atari and Ramtek. 
didn't outline specific ones. 

Q. Fine. Are you satisfied they dirfn**. 

* Uian t outline any 

specific problems in response to that quer ? 

A That is what I said. 

0- Fine. Go to page 318. 


they 

They 


A 

& 


Yes . 


Near the bottom of the page, the 


Para 


"Third, the exami ner 


Posed 


reissue applicants 


eontrib 


ut ion 


9raph begins: 
the question did 
a ctually overcome 


these problems?" 


Z'diiL 



Kayton - cross 

, , . outlined that the 

What was specifically 

nf the combination 

reissue applicants accoraplished by way 
of hardware and software to solve those problems. 

A. I pointed out no problems were outlined , just that they 

existed , and in this paragraph there were no problems to 
respond to, therefore, other than to say that the problems 
that did exist were solved, and that is what they said, and 
each one of those is a sentence or two • 

0- Continuing on to Bates 319, the fourth question is 

addressed. 


Yes . 


Q. "Fourth, the examiner queried the problems 

encountered in integrating the discrete pinball 
unit to a self-contained unit and asked whether 

these problems would have been merely routine to 
those practiced in the art." 

What specifically w ac 

y Was the examiner told about 

the nature and scope of this invent-inn ^ 

in response to that 

query? 

A. Static noise, heat - - 

Q. Static noise and heat, correct? 

A. I haven't finished. I am aninor 

yoing on. 

1 am trying to 

respond narrowly to your questions now 
(Brief interruption. ) 

BY THE WITNESS: 
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fflrP d with solid state 
A. Problems not ordinarily encounter 

, . . esoienoids and hiqh current! 

circuits , primarily energization of sore M 

.. i « , . , ^ 9frfl id of induction between 

pulses which they drew. They were arraiu 

high power current lines and sensitive switches or signal 
lines. They are also concerned about the size of transformers 
and the fields •- I assume that means electromagnetic fields-- 
producing noise inductants. 

But whatever these problems were, the 
significant point is that they could be solved. 

BY MR. LYNCH: 

Q. There is no discussion there of the fact that or how 

the software of the '441 patent solved those problems, is 
there? 

A. No, X thought we were talking about the problems. 

* IS th6re any di9CUS9ion about the combination of hard- 

ware and software working together anvwh^r-o < 

•ywnere m response to 

the examiner's queries? 

I A. I didn't see it. 

1 0* Any mention there about the 

P lflc or specific noise 
prevention or noise immunity techni ques? 

lA. I didn't see that. 


Any mention at all about recove 
I didn't read that. 


r? froni a stuck switch? 


If you go to PX 4 -- let’s tak 
and the role it played in the consi 


e the 


m atter of the software 

der atin h 

i0n s of the examiner. 
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■ Fi cally i ndicate an ywhere, 

Did the examiner specify* 

i tory that he understood 
to your recollection, in the file 1 s 

. ity and noise preven- 
that the software provided noise iro m 

tion techniques? 

- he did, and I have no 
A. I sure would be surprised if he 

J ^ 4-hat that software v;as 

recollection other than for him to say 

essential to support the claims that define the invention. 

Q . We will get to that later. Let me ask you to refer to 

PX 415, tab J, at 94. 

A. Yes • 


24 
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1 

vi Bates number 9^. 26b ( ) 


2 

A Mm -h ram. 


3 

, jjin 0 r the page, the 

Q, Now, at this point, in the middle 


4 

, © naragraph that 

middle of that long paragraph, there s i 


5 

begins "Furthermore ,f , 


6 

A I sea it. 


7 

Q At that point can you tell from this page whether the 


8 

examiner was formulating a rejection of the claims at this 


9 

time? 


10 

A I don’t know the context of this, but at the bottom of 


11 

the page he seems to say that the claims are patentable: 


12 

"Thus, from the evidence of record, it would 


13 

appear that the disclosed subject matter surround- 


14 

ing conception of the multiplex microprocessor 


15 

controlled pinball machine covering the features 


16 

of most of the broadly-def inert * , 

J c AneQ claims, for example. 


17 

Clal " 60 > 63 ’ 7 °' 72 - 83, 97, is sufficient, 


18 

absent concrete evidence to the „ „ 

u xne contrary. " 


19 

Q Now, but above that there's an indite.*, 

^-cation in that con- 


20 

text that "the software generation fnr- 

0r sane implementation 


21 

would have only demanded routine skilio 

as evidenced by Cox 1 


22 

work on the Cyan El Toro machine . M 


23 

Correct ? 


24 

A Oh, yes. He completely rejected 

na t later, however. 


25 

No question about that. 
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1 

x + th e software of the 

Q He rejected that statement about 


2 

Flicker game? 


3 

o t thought this was Coy f 

A Oh. Is this about Flicker? I thow 


4 

work on the Cyan El loro. 

■ 

5 

"Furthermore, the software generation for - 


6 

implementation would have only demanded 


7 

Oh, I see what ycu f re saying. 


8 

Sure. At that time what he was saying was 


9 

that it seemed to him at that time that the software was not 


10 

an important consideration because Cox’ work involved rou- 


11 

tine skills. 


12 

But of course, thereafter he pointed out very. 


13 

very clearly exactly the opposite, because El Toro failed 


14 

to work, the Delta Queen failed to work, and Cox could not 


15 

make the software work to eliminate the noise problem. 


16 

And it was on that basis indeed that he allowed 


17 

the claims. 


18 

That proposition was comni^+ 

completely rejected by 


19 

him later on when it was so established i 

^nat there were no 


20 

operative machines. 


21 

Q Professor, are you familiar with 

n thl * exhibit, 469, 


22 

introduced by plaintiff? 


23 

A I've seen it, but I'm not famili ar wl 


24 

Q A r e you familiar with these ternc 4 .*. 

S that Dr . Schoeffler 


25 

put in the "Combination of noise 

ev 0nf -t , 

e and immunity 
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2bb I; 


1 techniques column? 

2 A I remember his testifying to those 


terms and 1 remember 


3 he said certain machines had them. 

^ nhippt to this as being 

4 MR. KATZ: I would like to objec 

• _ j n - to so inoO the 

5 beyond the scope of direct, if he s golnb 

6 infringement area, which we didn’t go into. 

7 MR. LYNCH: I'm not, your Honor. 

8 THE COURT: All right, go ahead. 

9 BY MR. LYNCH: 

10 q Do you know if anywhere in the file history it was argue; 

11 by Bally that the Flicker machine had self -c leaning digits? 

12 A No, nor would I know, because I don't know what those 

13 terns involve technically. 

14 1 don't know what they do and what the struc- 

1 5 ture is that's required to do them.- 

16 Q Do you know if the term "self -cleaning lamps" was 

17 argued to be a basis for patentability? 


18 A I'm not in a position to respond. 

19 Q, You're not in a position to respond about 

20 A No. 


any of these 


21 Q Do you know if there was an argumpn* 

* ent a hout -- let's 

22 take "boards in the back box". 

23 Claim 45 , was there ever 

an argument that Clair 

24 45 had the -- the invention of Clai m 4^ 

^ had this advantage of 

25 boards in the back box? 
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, , n the back box means, and I 
A Well, I know what a board in 1 

pboiit boards in the 

have no recollection of a discussion 


others , "interlock" 


back box, 

Q, Now, indeed -- how about any of 
or "double reading switches"? Were any of these ite 
to be the basis of patentability? 

A I can’t say because I don*t know what many of ^.e,, are# 
And I would not be prepared to say whether a particular sen- 
tence or paragraph or page dealt with that, in that these are 
shorthand statements, and I*m not prepared to say. 

What I know is that Dr. Schoeffler testified 
that all of those things are disclosed in the patent, and 
the claims require at least some of them, is my best recol- 

nr 

lection. 

Q I’d like you to refer now— what about "cold lamp current 
limiting”? No recollection? 

A Of what? 

Q, Whether that was argued as a basic. 

ls for patentability? 

A I have no recollection. 

Q Do you have a recollection from n*. o 

s choeffier 1 s testi- 
mony if that is a feature that result* * 

S fr om the use of the 

low beta transistor? 

A Seems to me he said there were two 

th ing S that could do 

that, and maybe one was the low beta t 

rans istor. But I don’t 

know for sure. 
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Q Refer to Claim 29- 

A Of the patent? 


5 Yes . 

• a ffecos this 

That indicates that low beta transis 

cold -- this limitation of current to the l em P°» cor. e^t 

A I can't say absolutely from a. technical P oi " t 0i 

T don’t Know for sure. 
It seems that way. But x cun 

Q Refer to PX413, please, at tab A. 

A Just one moment, please. 

Yes — 413 at tab A? 

Q Yes. 413 at tab A. 

A 415? 

Q 413. 

A There is no such thing. 


Q Plaintiff's Exhibit 413 -- oh -- 415. I'm sorry. 

A I mean, I prepared these exhibits. I« m telling you 
there's no such thing. 

Q I'm sorry. At tab A of 415. 

A Okay. 


I 
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ovaminer find about the 
Qi At page 12 and 13, what did the e 

three lines from the 
low beta transistor? I refer you to tnx 

bottom, or the last line, I'm sorry. 

A. On page 12? 

ft Last line on Bates 12 going over to Bates 13. 

A. I read it. 

ft Do you know if that's referring to the low beta transis- 

tors? 

A. No, I don't know if he testified that that was the case, 

ft Let me ask you to refer in the same volume to tab E, 

4849, Bates 4849, tab E. 

A. Yes. Last line? 

ft Last paragraph, yes. "Reissue applicants mentioned 

with respect to a specific claim," that claim 59, "that 
the distinguishing factor of that claim rests on the low 

beta transistor lamp driver to which examiner does not concur. - 
A. Yes, what about it? 

Q. Goes on to indicate that the schemas „ 

ma tic, et cetera, have 

disclosed transistorized lamp drivers 

the type claimed. 

A. Yes . 

ft Is it fair to say, is it your rerm, 

Collection, did the 

examiner find any patentable aspect i n +.u 

e cold lamp current 

limiting aspect when it was addressed i 

n cependently anywhere 

in the file history? 

A. Maybe I better ask, be sure t 

tand the question. 


Z6b b 

Kayton - cross 

■a that any one of those 
Are you asking me whether he ever sai 

9 If that's the question 

independently provides patentability. 

0 f them. And that 

no, no, never, with respect to any 011 
would be incredible. 

j j q c ind that aspect? 
q. There are claims specifically addr 

. cold lamp current 

in the discussion of that specific aspect:, 

limiting, do you know if the examiner ever attributed any 
novelty or unobviousness to the incorporation of that feature 
in a pinball game? 

A. Your question can't even be answered, because unobvious- 

ness is never attributable to one element of a claim combina- 
tion. That's a meaningless statement. He certainly did not 
do that, and it can't be done. 

ft There were claims, you recognize, that relate to cold 

lamp current limiting, right? 

A. You showed me a claim, a dependent claim, which in- 
cludes a whole bunch of other elements as a combination 
ft was this aspect of the claim ever given a treatment 

other than it was obvious to one of basin <*■» 

sic electronics back- 
ground; that is, was the cold lamp curmn-*- ^ 

ent limiting aspect 

of the claim ever given a treatment bv + 

ex aminer other 

than it was an obvious thing for somenn^ 

° ne w *th basic electronics 

background? 


A* 1 have no knowledge that that w 

I ever believe that it would be done. 


ever done, nor could 
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, w . x. first full para- 

_ pyhlbl^ ^ 

ft Page 71 at tab G of the same - 

. 28 and 58, 3 " 13 of 

graph says, "With respect to claims 

„-_ te d the prospect of 
the Fairchild manual would have sugg 

^ d to and three five six 
driving clamps with low beta cascade 

seven NPN transistors," et cetera. 

A. Yes . 

Ot You indicated you didn't want to get into be’ g 

expert in technology, correct, but you testified about the 

TTL Fairchild manual, 

A. Only with respect to what Dr, Schoeffler said, and 

that was electronics, and that's all I testified about# 

Qt Is it — 

A. And that that was different from microcomputers. 

Q. Did you testify that it related to an irrelevant art, 
because it was different from microcomputers? 

A. I testified that the examiner said that TTL electronics 

had nothing to do with this invention- 

' znat the invention had 

to do with the pinball surface proieci*ii« 

H J CUle game married to 

microcomputers . 


ft 

A. 


Does that -•* 

I testified that that is what h 


e said. 
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to infer from that that the 

* Does that ncaa ° r arS onside ration of 

Fairchild manual is not relevant to 

patentability of these claims; yes or no 

oiude limitations 

A The answer is yes, if an y claims 


that the Fairchild manual is 

I clearly 


that are related thereto. 

I pointed out 

used as a tertiary reference in one instance, 
pointed out that that is what you do. You look 
elements of the claim and you see whether there is anythin^ 
in them as seen through the eye of a person of ordinary skill 

that justifies combining them. 

Therefore, there can be something in that that 

relates to the issue.* It cannot be determinative. 

Q It you could keep your answers brief* it is a fact, is 
it not-- 

A Mr. Lynch* I am trying to keep my answers accurate. 

Q It is a fact, is it not, that a TTL interface is needed 

between a microprocessor such as the Intel 4oo4 micro 

processor and the electromechanical swlt~H~ 

nes of something like 

a pinball game? 

A You will have to refer to Dr. Schoeffi er 
Q So your testimony about TTL and it 

s re Ievance and what 

you were going to volunteer* you withdraw? 

A 


Absolutely not. I didn't vol Unteer 
about what Dr. Schoeffier said and t 

t Ole 


thi 


ng. I told you 


y°h what the exam- 
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iner said. technical in- 

Thus far I have volunteer 

j s aid that when I 

formation, other than this morning when 

se down we puo i « 

worked on computers, to keep hardware 
in a shielded copper mesh cage. 

+n ypfer to page 10 — 
q. Let's go on. Let me ask you to re 

op phat point that the 
A I might point out that it was at th - P 

Judge told -- 

q Page 103, please, of tad J. 

A At that point the Judge told me not to talk about the 

technology, which I stopped doing. 

Now would you tell me what the reference is? 

q Page 103, tab J . 

A Yes . 

Q At that point there is a discussion, is there not, 

about various noise techniques by Examiner Hum in the second 

paragraph beginning in the second sentence. 

A "Reissue applicants"? 

"If these problems could nnt w 

a not have been reme- 

died by ordinary technical skin s " 


q 


A 

q 


Yes 


(electrical shielding 

component isola- 

tion, minor software changes to 
bounce, at cetera) would have 


Ignor 


e switch 


faculties to correct 


and 


e( 3Uir e d inventive 


c °hld b 


e Proved by 


hayton- cross 


substa 


ntiated evidence, thcn 


oS sibiy the examiner 


2 w0uld concur. Mr . Lynch. 

. „ -f*Y*o!n u 9 

* «*,„ is on, word -1» “ ^ pSrenth es,s and 

4 Ih . .ora "it" should 0 , inserted ■ Hurfs 

B before the .ord "would,” »ocordin £ to *»• 


, flffl i ner Vance Huns 

r to Examiner 


6 testimony* 


So that is an error. 


and in his deposition 


~ inn hp out that- in. 

8 transcript of November 29, 1980 , at P a S 

g Q He is saying that things like electrical shield! 
no component isolation, and minor software changes to ignore 
„ switch bounce constitute what he regarded as being within 

12 the ambit of ordinary skills, correct? 

13 A He was saying those were standard techniques according 

14 to his 

15 Q And ordinary skills, correct? 

16 A Yes, I assume so. 

17 Yes, he says, "ordinary technical skills . 11 

18 Q, Do you have any recollection of whether any of those 

19 items are included in Professor Schoeffi er < s combination of 

20 noise prevention and immunity techniques? 

21 A I don't see shielding. 

22 q, How about power supply isolated from , 

m lo gic beard? 

23 A Component isolation, that is there 

24 Q, That is the same thing, isn't it? 

25 A X don't know whether it is tho 

s airic *. , 

similar words. They are 

The issue is does 


e same 


thing. They are 


°nbi 


na tion do the J°b. 
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0, 

A 

Q, 

w as 


There 1 s no question* 

Qkay * flnC# v in stance where there 

Now, do you know in short 

an argument made to Examiner Hum 


the items in br. 
ntion and Ianunlty 


Schoeffler’s "Combination of Noise rr<.ve 

to the patentability 

Techniques" that were made with respe-- 

In other words, whore patentability v,as based 

upon features set forth in the "Combination of Noise Preven- 
tion and Immunity Techniques" column on Exhibit hG : : 

A Were arguments made? Is that the question* 
q Were arguments made based upon these specific features 
of the Flicker game, the features addressed in this column. 

A I have no recollection, but they may well have been, as 
I said, if I don't comprehend fully the technology* 

Q Now, let's get to the question of the software* 

I have an assemblage of papers here that are 
excerpted from the file -- 

MR. LYNCH: If it please the Court, you r Honor. 

(Handing documents) 

THE WITNESS: What file are you + 

you talk lng about? 

BY MR. LYNCH: 

Q Oh, I believe they're all from Pi a1 

n iff's Exhibit 1, 

but rather than handle the 18 vol Ump „ _ 

* 1 excerpte, the file 
for purposes of discussing the soft WRre 


ire you sure the patent comes i n 


th, 


\ 


s heet on -- oh, I 


hayton 


- c roe s 
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see. Section 15^- Okay. 


A 


Oh, I have interleaved 


+ n understand . 

l*m trying to un 


Q 


as we go through it 
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I don’t knew what this is 
aspects of the statute. 

We will identify each page 

Rates number 3 of pxl * 

The first page is Bate 

correct? 

A Yes 

q „o„ .t this point, this is the aocuaeht »ith »hich the 
original Nutting patent was filed in the Patent Ox-ice, 

rect ? 

A Yes. 

q And at that time there was an indication that, "A logic 
sequence to be made part of the file accompanied the appli- 
cation"? Correct? 

A Yes. 

Q Oh, I’m sorry. That's page 3 of PX2 , because PX2 is 
the original file history and PXl is the re-issue history. 


A 

Q 


Yes . 


Now, according to the practice in 1975 did th 

^ ^ ** 6 I «1 6 r 6 

fact that a paper arrived in the same pank^rr^ 

v cKage with a patent 

application mean that that paper was t>ar+- 

p Of the patent 

application? 

A I suppose if it were not submitted thl 
be not a part of it. 


s wa y 3 it could 
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q Please answer the question. 
ti C e -- due to the practices, or in vit.w 

t that time , May 1975, if there were S 


+ 1rne of that prac- 
At the time 


of the practices 

submission to the 


i rr ived in the sane 


10 


13 


Patent Office where a group of papers a 

„ indicate that they 

package, does their mere arrival toge- 

are all part of a patent application? 

, , i, ..qc or no • because they 
A Well, I really can't answer that yes or , 

8 could well be, particularly if, after the fact, there io 

9 || letter sent in to indicate that they are related. 

So the fact that it was there is at least a 

11 good part of the way towards a demonstration that it’s part 

12 of it. 

THE COURT:* The question was: Does their mere 

14 arrival at the same time mean that they’re part of the appli- 

15 cation. 

16 11 Now > you said y° u can ’t answer that yes or no, 

17 and you state as the reason that something might hap 
is later. 

19 II The question doesn't tako « 

Ke acc °unt of something 

20 || that might happen later. 

21 II Take a chance. 

22 BY THE WITNESS: 

23 A Well, the presumption is that xt x 


24 j tion, and that's the best I can do 
THE COURT: An right. 


P a rt of the applica- 


a ns*/ 


er i 


s yes. The 


1-4 
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answer to your question, Mr. Lynch, 

Proceed from there* 


is yes 


28 / 2 


, s go, then, to the 


BY MR- LYNCH: 

q Let me ask. you to assume that-- 
declaration that was filed In Exhibit 2. 

A Shall I pick up Exhibit 2? 

q in Exhibit 2 at Bates 55 there Is a document whi-h - s 

the declaration or what used to be called the oa-,h. 

A Yes, this is the oath and power of attorney, 
q Now, at the time, according to the practices in May of 
1975, it was the case, wasn't It, that if this form of declar 
ation were used, it had. to be attached to the specification. 
Correct? 


A 1 don’t have any recollection whether that’s true at 
the moment . 
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i aver operated 
"The piay ei - 

a At the top it indicates that, 

^ * and there 

, , j in cl a 11“# 

game apparatus with switches descri ^ 

, , fln Pcification ? 

is a little X in the box, "in the attac e 
A Yes, that's what it says, yes. 

Ql So the specification had to be attache 

A Yes. 

If vou assume thatl 

Q. Now, let me add another supposition. I 

the software listing was not attached, was not even present 
in the room when this document was executed, and that the 
specification, that is, the typed specification, was attached, 
does their mere arrival in the same envelope mean to you 
that the software listing is part of the specification? 

A Yes, if they were together, they were attached, 

gt Let me ask you once more, at the time of execution, 

assume that the software is not attached and is not even 
present at the time the execution is undertaken 


A 

& 


Does it exist? 

Whether it exists or not, I just w 


it was not present. 
A. Okay. 

Q. 


a nt you to assume that 


And it was not attached to the 

arati on. now, 

assuming that fact, and, well, assumi ng th 

f act, is the 

software part of the specification of the 

A. If it arrived together at the p*. application. 

at ent Off* 

0- So your criteria is arrival a i- ^ lc e, yes. 

& the o 


s ame 


time? 


Kayton - cross 




Kayton - 

.. wa s executed, thei 

* ,4- the time 

a. NO. If it didn't exist at tn ■ 

^ wa s in some appropn 

it would not be part. If it existed 

. r knew about it and execu- 
ate business location, the invento 

patent Office tooether, 

ted the oath, and it was filed in the 
then it is attached. 

, , was not present 

Qi Now, regardless of the fact that 

. • . n -t-he osth was executed 
at the time the original specification, t 

A. I answered it as fully as I can in the last answe 

q. now, proceed, if you will, in the assemblage of pages 

I have given you to the third page, which is Bates No. 96 
from PX-2. 


12 A. 


Yes . 


13 Q. In that document constitutes a declaration of 


Mr. Frederiksen ' s , correct? 


15 A. 


Yes . 


16 ft Which indicated in the third paragraph that the proces- 

17 sor ^Ployed may be of any suitable and shown device and is 


programmed in a well known and standard 

G Procedure, correct? 


19 A. 


Yes . 


20 Q. If you will move then to pages to 

he document 001, 

21 that is Bates page 001 of PX-1, the r- 


22 A. 

23 Q 


Yes. 


Ssue appi ication< 


Now, at that point. Bally i s 

undertakin 


24 to the Patent Office the materials ne 

25 reissue application, correct? 


9 to retransmit 


r y to make the 
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It 


And 

items : One , spec 

A Right 

ft 

correct? 

A 

ft 

A Yes 

Q. 


a 26 /k 

Kayton - cross ^ „ hat doing . 

is filing a reissue appli- cat * 

13 9 . are the following 

it indicates that, "Enclosed 


i f ication and claims", rlC?h 


u 

"Two, declaration and power of atto 


Right . 

"Three, informal drawings" , correct. 


by assignee, 


listing transmi tted 


Now, was a copy of the software 
with these documents at the time the reissue application was 

filed? 

A To the best of my knowledge, they were not. 

Ql "if you continue, so it is clear to the Court what 

thereafter occurred — 

A I'm sorry, I didn't hear what you said. 

a So it is clear to the Court what occurred thereafter, 

at the time that the document -- I'm sorrv _ 

y ~ at the time 

that the document was filed, if we qo tw 

y wo Pages, we go to 

0029, which is a declaration and power of 

attorney of Kerry 

A. Gainn, that's 002930 and 31 of px-i 

correct? 

A I have an unexecuted document hero 

re * but 

looks like, 
ft 
A 


that * s what i t 


Well, this is what's in PX-l. 
Okay . 
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q Are you aware that such a de 

the reissue application? 

A. i have no recollection offhand. 

, , is it not? 

n But such a declaration is nee ' 

Me r of attorney to 

A. Yes, someone has to be given a P° 

prosecute the application. 

q, And someone has to make certain statement 

A. Yes . 

. f nr the reissue application, 

ql Necessary as a prerequisite for 

correct? 

A. Yes . 

q . And the verification made here in paragraph 3 refers to 


the attached specification, correct? 
A. "I didn't -- I don't know where 
Q. Paragraph 3 of 29. 

A. Yes . 

Q. 


you -- 


And when it said, "Attached specification", the software 


Tl 7 


listing was not attached, correct? 
A. Of course not. 

Q. Thereafter, at page 1574 ~ 

A. I don't think I have — 

Q. You don't have that. But to 

thereafter, these are vario 
large reissue file. 

THE COURT: Let's take 
(Brief recess.) 


ix Plai n what 


occurred 


us e *c erpted . 

Meed from the very 


a l0 -minut e 


recess . 
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Z8/8 


! t v.e Court 

1 MR. LYNCH: May it pleas 

Mr Lynch. 

2 MR. TONE: Excuse »e, • witne ss who is 

If the Court please, we nave 

3 t Mr. Lynch and «x . 

4 here simply to authenticate a document. 

■ t in the courtroom an. 

5 Goldenberg have agreed that she may 

6 listen to this examination. 

7 BY MR. LYNCH: 

8 q At page 157’+, the first paragraph, is tne point 

9 PX1, Professor Kayton, where Bally, the applicant, offered 

10 to file another copy of ' the program listing, correct, the 

11 last -- 

12 A I have to look at it. 

13 Q, The last sentence of the first paragraph under the 

14 heading. 

is (Brief interruption) 

16 BY THE WITNESS: 


1? A 


"However, if the examiner believes it necessary 

to file another copy and so advice + K 

,L!3es ) the reissue 


applicant will do so." 


20 BY MR. LYNCH: 


21 Q This offer was made in response to p r 

22 as it is stated in the beginning of that 

23 the software can be of no help i n constr i 


Protesters 1 assertion* 

Same P a ragr&ph* that 


24 language* correct? 

25 A No* the applicant said it 


n £ the claii 


wa sn»t 

c ° s sary , but if the 
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Honor that small 


to wade through 


examiner wanted it, they would proved- i 

reading from 

THE COURT: Where is it y ou 
MR.. LYNCH: 157 — 1 & ave yOUr 

| » L. p 

packet of materials just so you wouldn 
it . 

i u n n n v X t/ii xn K . 

I have another copy, your Hon , 

, t htn/P the two things you 

THE COURT: Well* here, I have tne 

gave me, but what page was it? 

MR. LYNCH: 157^. 

THE COURT: Okay, I have it. Thank you. 

MR. LYNCH: And, your Honor, we referred to the 
last paragraph of the first -- I mean the last sentence of 
the first paragraph, beginning, "However, if the examiner 
believes ..." 

BY MR. LYNCH: 

Q The entire matter was begun with the protesters* asser- 
tion that the software can be of no help, correct? 

Yes, that is what the protesters said 
Thereafter it is the case, is it not 

if you go to 

the other packet, your Honor, 1759 -- th _, 

there was a trans- 


A 

Q, 


mittal of the program listing, at 17^0 

-Jy Of px i 

^ 3 


I don't have 1759» 

Q In the other packet. 

A Oh. 


correct ? 


(Brief interruption) 
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BY THE WITNESS: 

A Yes, it says, "The duplicate copy 
which was filed with the original appli cati 


of the program listing 


BY MR . LYNCH: 

. tha t at that point 
Q Now, you will recall, will you no > 

, , n ffire was that rather 
in time what was forwarded to the oi *- 

44 * 4c embodied in 

rough copy of the program listing as it 
hibit 436, correct? 

A I don’t know that to be the case, but I recollect gener- 
ally that that probably was the case. 

q What happened thereafter is the examiner said, "No, you 
must submit a camera ready copy of this listing." 

A I don’t remember the words, but I recollect something 
like that transpiring. 

ft So what happened is Bally then attempted to submit, in 
a document that is at 846 of Exhibit 413 , a retyped 
here, I have it -- a retyped version of the 


version-- 
Program listing. 


correct? 

A Yes, I believe I recollect that. 


ft 


That retyped version was supposel 

1,0 b e in 


form so that the printers could just take 
add it to the printed document, correct 1 ? 

A So that it could be photograph 
ft The original document, or th* *4 

° CUme *t that i 

° sra Ph ec j 


camera ready 


a Co Py of it and 
edj Yes. 


hardly in the condition to be phot, 


s 436, is 

5 correct; you 
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that, that’s for 


remember that: 

A it certainly doesn’t look as neat a. ^ 

sure, but whether it is photographable or no , __ 

. hv protester ~ 

a In the interim there was a submissi 

of the packets before you- 
that is at 452 of PX 1 and in one ox 

and the protesters objected to this on grounds 

asserted the listing involved the addition of new matter to 

the specification, correct? 

A Oh, yes, I read from this earlier. 
q In other words, they objected? 

Yes, the protesters objected, you and Mr . Goldenberg. 
Then in the document 142 — 

It is Bates 142. 

Bates 142, but I think this is from one of your exhibits 
It is a -- 

MR. HARDING: 415. 

BY MR. LYNCH: 


A 

Q 

A 


From 4l5 3 Examiner Hum said, "This 1^-*-+-,^ . 

J-e^ter is in 

to protesters' objections." 


response 


A 


Yes. 


-lbl 


ft 


Kayton * cross 

. „r,t- to insert 

A nd withdrew the requirement t 
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the material in 


the specification. Correct? 

A Yes. Under the practice at the tim 


he ssi 


id it wasn't 
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necessary . , 

v. * rh the examiner 

$ Now, is there any other basis on w 

might have decided to withdraw the objecti 
A. I have no idea. 

0 . It is your testimony that it was under the practice at 

that time. Correct? 

A. All I ; can do is tell you what he said. For me to 

speculate about what else might have been in his mind, I 
don’t feel comfortable about doing. 

I'm — I reported what he said. This paper 
says what he did. And I don't know what you want me to 
speculate about. 

Q. Go back to document 1574 , that first document 

considered, page 1574 of PX-1. 

A Is this a loose paper that you're referrir 
Ql Yes, I believe so. 

A Okay, I have 1574. 

Qi Right below the offer, right b e in w ^ 

e of fer that 

"Reissue applicants will do so," that i 

ls r submit 4-v. 

the program 

listing. Bally says: 


we 


me to? 


■Further, even tho Ugh 


th, 


part of the origin*! apDll Pr0 ?ram listing is 

a PPUcat ion 

' specifics- 
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Kayt ° n ' ° rOSS . de fines the operation 

tion by itself sufficient^ irre levan 

. ^ therefore ^ 

of the claimed inventio » 

2 - . nr is not part of the 

3 if the program listing is 

4 specification." 

A. That's what it says. 

__ it was irrele- 

6 ft Bally's position before the Office w 

I .1 • j. W3S Of W3S 

7 vant whether the program listing, Exhi i 

8 not part of the specification, correct? 

A. No. That's what they said in that sentence. 

Their position, represented by many more 
n papers and propositions, was that it was always in it, it was 

12 part of the application, and it was part of the specifica- 

13 tion. 

14 Now, you have referred to that sentence, and 

15 that sentence says exactly what it says. And it seems on its 
is face in that one sentence to be not compatible with the many 

i7 other statements that they made which are to 
1 1 tne contrary. 

is 0 If indeed 13 irrelevant, then indeed it would be 

19 the case, would it not, that no software l -i • 

limitations could 

2Q be read in the claims. Correct? 

21 A. Correct. If it is irrelevant, direo*i 

y c °ntrary to what 

22 the examiner held. He said it was re qui 


rec IUi ; 


112 . 


the Section 


24 & In Response to this statement by s 

2, fication itself .ufficiently def ines ^ that the " s P eci - 

8 the or _ 

r ^tion of the 
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nt if the program 

claimed invention, and it is i |( in resp0 nse 

listing is or is not part of the SPGClflC ^ the require- 

t • ii withdraw 

to that the examiner said: Well* 


m ent . 


failed to read 


A. That's completely incorrect. You ha 

the paragraph above. 

The fact of the matter is, is when the examiner with- 
drew the requirement. Bally was on record saying it was 
irrelevant whether it was in or out. Correct? 

A. Bally said that in that sentence, and in the paragraph 

above said the opposite. 

12 || q. In connection further with the matter of the items 

13 || that were said, or whether the reissue file history implied 
all the various items of 469 in the claims, I would like you 

15 to refer, Professor Kayton, to PX-413, Volume 2, at tab 16 

THE COURT: Would you let me have that again? 

MR. LYNCH: 1 1 m sorry, y0U r Honor. P X -4i 3f that 

is the applicant's file. It's in volume o 

2 of 3 at Bates No. 


14 


16 

17 

18 
19 


20 

21 

22 

23 

24 

25 


527. 


THE COURT: I've got it. 

MR. LYNCH: The remainina 

y P^ges afte: 

reproduce -- the remaining pages, if j 


5r 527, I didn't 

can ask \» 

refer to that, beginning at 528. (H5 , V ° Ur Honor to 

' n andi 

BY MR. LYNCH: 


" ng document.) 


D ° you have that page? 


2UV b 
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Yes • 


2 ft 


527, or actually if we 9° b ac ^ 


to -- I'm sorr 


3 I cited you the wrong page. 


Page 443 of the same vo 


lume, Bates 443 


I have 443. 


6 ft 


q. The first full paragraph, this is a paper 

Bally, correct, it's in the appellant's 413 collecti 


8 ^ 


Yes. 


25 
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rest cnce and 

"Xo P ut w ^ 

4 «•». **• ” iddle »* lt * sr * ph ; lon tmt the 

for all protestors' repeated erroneous ^ 

reissue applicants' conception did not 

, ants SUt)i*iit t r* G 

elements of the claimed invention, app- 
claim chart of Appendix B. Inis clearly 

elements of the claimed Invention ns defined In Claim -> ler 

„ +r> the evidence 

an example and contains correlated referenc 

in the record establishing the conception of these eleme 

in December, 1973." Do you see that, Professor Kayton/ 

A Yes . 

q Now, I am going to -- I have here a reproduction of 
Exhibit B, Appendix B that is. 

. MR. LYNCH: That is what th3s is, your Honor, 
the Appendix B referred to. 

BY MR. LYNCH: 

Q (Continuing) And this Appendix B supposedly shows 
evidence that will establish that all of 

tnese elements. In- 
cluding the elements on Plaintiff's Exhibit 

Ho -? y v/ere con- 
ceived as of December, 1973* Correct? 

A I don't know. 

Q Well, that's what it says, isn't it? 

A Well, it says that the claimed i nv ^ + 4 

vention* t 

> don't Ifnnw 

what you are making reference to 
0. It says Claim 45* does it not? 

A Right, yes, and there are the 

5 and +• u 

a there are a 


ei ement: 


Kayton - cross 




record of citations. evidence that 

q Now, I as* y° u t0 turn with me U ' hr ° lu ' 

-.Avert you . inis 13 

is appended to the little booklet 1 have give 
the evidence that is cited in Appendix B as 
showing conception of all of the elements 
A It shows conception of everything claimed 


7 vi hat it says . 

8 Q Everything claimed in 45. And 469 was based indeed 

9 Claim 45, was it not? 

10 A I don’t know what it is based on. There are a w ho 1 e 
n bunch of claims there and I have no basis for knowing with 

12 those technical statements what it is making reference to 

13 specifically. 

14 Q, Well, suffice it to say -- 

15 A You may assert to me anything and I will accept it as a 

16 proposition, but based on my own technical knov i t 

^^Meage, 1 can’t 

17 say that. I am not proffered as a technlo«i , 4 ^ 

lcal witness, I am 

is not a technical witness and I don*t want to 

be & technical 

19 witness. 

20 Q, Turn with me to the first exhibit B-.R 

ho you recognize 

21 that exhibit as a sketch reproduced by # 

* ^ ® d e r i k s f* 

22 something he put on the blackboard i n r, 60 fr ° m 

De cemb er . 


23 A 1 recollect he testified that h e did d 


2* cannot say that that is what he did 
25 <j Exhibit b-S, is that a similar 


• r » I973? 

and I 


sk et ch? 
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Nothing about software there, is there- 

, nr a flow diagram. 

A I don't see a program listing 

. e software for 

the extent that that hardware may requi 

, You are asking the 

mentation, I don't know. It may he. 

questions that require a technical knowledge Du/on 
petence • 

. p a that is the next 

Q If you go to the next exhibit, 0- , 

item cited as basis for a complete conception of all the 
elements of Claim 45 in December, 1973* 

A Well, are you representing to me that each of these indi-j 
v idually supports all of the elements? The claim? 

Q I am representing to you that this was what was filed as 
supporive of the elements of Claim 45. 

A Each exhibit C-A and C-B is represented to support all 
the elements of 45? I am not clear on your question 


Q Why don’t we go back to the statement made by Bally 

A It says: "The claim chart shows an of* ^ 

1 the elements," 

and I see -- 

Q It’s an accumulation of them. 

A Yes, I see that with respect to earh 

el ement, they list 

a whole bunch of different things. An* ^ 

the whoi 

different things includes those exhibit bu nch of 

Q D o you know if there is any discno na " 

us sion i n ^ 

have you — you hav e reviewed ther- re where "" 


! " e exb ibit 


s bi 


ca use these 


Kayton - cross 


exhibits and these a 
Office, correct? 


ffidavits were submit 


ted in the Patent 


1 s aw the technics 


A You may recollect that the answer 

for technical dis- 

exhibits only to scan and not to react, 

. t read all of the 
closure. That was my original statemen . 

papers in detail other than the technical exhioit , 

looked at and verified that they were generally wha^ 

ported to be, bu^ in terms of reading them for their technics. 

I content, I did not and never did, nor would there be any 


reason for me to do so. 


25 


1LP 


Kayton - cross 
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oftware listing? 
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and 
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Do you find in the next item, C-A, 

Mr. Lynch, I would have to r~ad ^ gay whC ther or 

even if I read it, I would not he conpeten 

. , lies about oi i 
not a particular section inherently 

+ fl stone* 

software. You are seeking water ou 

1n some of the ori 6 - 

q The reissue proceedings did resu 
inal claims being amended, correct? 

A Yes . 

Q And in pursuit of that, there were declarations fried 
by Bally that said that the original patent was defective by 
reason of it, by reason of Bally claiming more than they had 
a right to claim, correct? 

A I have to look at the exact words of the oath. That 
is a classic re-issue oath statement, however. But, of 
course, it doesn't mean that the patent's invalid, 

Q But they did make a sworn statement, some sworn state- 
ment has to be made to support a re-issue, right? 


A 

Q 

A 


Sure, yes. 

Now , we do know, do we not, -- 
Let me just answer that another way 

I seem to recollect that th 


e or 


iginai 


oath 


was under the old procedure dealing S ol e i 

y an 3 exclusively- 

with no defect reissue, seeking solelv y 

y an exajii 

prior art i n this litigation. That's 10n 01 

ray r ecoll 

only thereafter was there amendment n-p e °tion. And 

1 clap, 


L nis 


an <i a subsequent 
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re-issue oath was filed. don't know 

Now, that's my recollection 

absolutely whether that is correct. rejected, 

, , npl 212 patent wa» rCj ' 

Q Now, claim 1 of the original ^ v 

was it not , by the examiner . ^ ^ 

. . t ran’t say -• wej - M 

A I believe it was at one time, u 

, ^ n£r the prosecution. 

I know it was rejected at some time during 
q So original Claim 1, and in the reissue patent as 
issued, can the Court or anyone readily see the changes tea-- 

were made? 

A Yes, in the reissued patent. 

Q What are the changes that were made in Claim 1? So 
Claim 1 as it was filed and as I have it here, can you ver- 
ify that, as I have it on this placard, was held unpatent- 
able by the Office, correct? 

A I can’t verify that without comparing it. 


25 


20-lb 
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• ) 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


It 


At one time I believe it was, yes. 

,U, it was amended, was it 


Kayton - cross 
Well , assume — 

under your assumption - 2 paten t. 

- this is Claim 1 of the original 

was held unpatentable by the Office, 

A. 

(X Are you suggesting that -• we 

not? 

A. yes, it was amended* 

q, And additions were made to it, correct? 

A. yes, and there all the italicized words that appear in 

Claim 1 of the reissue patent, and one word was taken out, 
and that was the word in brackets , " Means , “ and the word "mass" 
was substituted for that. In essence this was making it 


a surface projectile claim. 
Q. 


So the claim was amended to specify that the game 
apparatus was a surface projectile game rather than merely a 
game that had a physical mass, correct? 

A. Well, it said a lot of things. 

The words are, "a game housin CT . 

a game 

surface for supporting a projectile," 


and 


I don * t want to character^ 


various other thi 


ngs 


e the 


cause I cannot. 

Qt Let me characterize -- 

A At the end it says, "and 


c laim be- 


wherein 


means and multiplexing means are conta 


} aid 


ined in 


Processor re 
Sai -d housi 


sponse 

ng. ” 
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Kayton - cross ^ ^ ^ ^ things. 

So that suggests to me i iect ile, and 

surface P rvj 

One, it made it a pinball type gam » » a nd where 

where it say 

it also made it unitary, I suppose, mean* are 

A mil 1 t IP lex 1 

said processor response means an ' ^ s view 

contained in said housing"; but that is D« st 

of what it was. . 

it did do was insert 

q. Without the layman's view, 

. •• »a cr ame housing, 

right here after the word "comprising, 

correct? 

Yes. Yes, that is in italics. 

That is in italics in the '441 patent? 

Right . 

Then here after "a physical mass capable of motion" — 
Yes, okay. 

Immediately after "a physical mass capable of motion," 
what was inserted was -- 


in 


A. 

Q. 

A. 

ft 

A. 

ft 


'a game surface 
'a game surface for supporting the 


surface projectile, 

said surface being contained in the housing.** 


.said housing . " 

MR. G 0 LDENBERG: Your Honor, 


do 


V°u have a copy of 

the original patent, or do you want one? 


THE COURT: I have the reissue . 

ue h 

MR. LYNCH: That is the rei s 


Honor, with the italicized language. 


e re. 
SUe that 


We 


need, your 


2b94 


Kayton - cross 


BY MR. LYNCH: 


edified to recite 
•• modi 


20-2 


0. Then the "player control means 

that the mass was a surface projectil 

. of the amendment was 

ft So what occurred in that portion 

as the IQ Compute 

that the claim was narrowed from a game sue 
game, which had reels going around, to a game tha 
projectile on a surface, correct? 

A. No, I don't know what it was narrowed from. It was 

written to read on a surface projectile game, 
ft It originally was not? 

A. That is correct, that is what the italicized words 


mean . 


It was then amended to read on a surface projectile 


game, correct? 


Correct, absolutely correct. 


26 


-2-li,p 


Kayton - cross 




a hall or 


u , to have » 

, , vinve had vo 

1 q Which means the game woui - r f 8 l .re } correct? 

2 puc* or something that moved around oh » obls t0 

, j. *+ 3 gems f ^ 

3 A I don’t know the game &rt } u 

4 m6 ' . d into the claim was 

5 q Another amendment that was intro uce 

hmiqinftf correct v 

6 an amendment that everything had to be m a 


7 a That is what it seems to me. 

8 Q At numerous points it says, "a plurality of di^P- y 

9 means connected to the housing," in italics, and that 

10 added 

11 a well, I don’t see that offhand, but if you say so. 

12 Q, Column 15* line 12. 

13 a "...connected to said housing," yes. 

14 Q, Down at the end of the claim it says, "wherein the 

1 5 processor response means and multiplexing means are con- 

1 6 tained in the housing," correct? 

17 A That is right. 

18 Q, Do you have any recollection. Dr. Kavtnn 

J un , °f what the 

19 situation was with claims such as 56 ? 

20 A No. 


21 Q, You don't recall what occurred witn 4 ., 

those? 

22 A No, 1 have been focusing on the nu. 

C - La ims i n g 

23 through 49 and 95, except that I remember * 45 

24 1 being one of the claims that the a P nn ^ Wel1 Claim 


L PPli 


to narrow to gain an allowance of the 


ce nt s 


wer 


e Prepared 
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ft Fine. £o if we look -- 
A And they left it in that form. 


hat 


A And they lei* — exis ted, t 

ft If we look at original. Claim 1 the way 

claim was unpatentable, correct. 

A No, I am not prepared to say that 

only allowed 
, , 4 -v>« n -price and o m - j 

ft was held unpatentable by the Cii 

after amended? 

A No, I am not prepared to say that at all. 

I don't knowthat there are no claims conparetl- 

to that claim still in the case. There may be, but there may 

not be, 

I do know that there was a history wherein 

in order to gain allowance and prompt issuance of the patent, 

the examiner was prepared to allow it if the claims were 

restricted to a unitary housing and a pinball game. 

This claim met those requirements and was 

left in that form, but it is no question that 

wia - b onere were 

other claims that were broadened, made generic© Hy ^ 
and were not restricted in any way to a unitary h 
For example. Claim 45 does not si 


’ eem t0 re Quir e a 


housing . 

Q, It does not. Claim -- 

A So I cannot respond to your 


unitary 


question. +h 

1 the wav 

It was not unpatentable ultimately f OT . y ° u 

r that 


45 was patentable. 


reas °n. claim 


'’-3 


21 


Kayton - crosi 


2S9 / 


2 
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5 


tlle art . iou 

4 But you talked about the surface l-roj^ Hum 

,ave no recollection of what transpired nt of 

in the ° mefi 


6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 
17 


h 

and the considerations that resulted 
Claim 1 to be a surface projectile t a ne ’ 

A Yes, yes , and Claim 45 is a pinball game, 

- j tha t the claims, 

4 That is correct, and Examiner Hum e f 

be patentable only it 
regardless of other limitations, would be 

they were limited to surface projectile game.,, 

A I can't characterize the words, but I can tell you that 
he said that this was the pinball or surface projectile 
that he would consider the claims allowable in. To the extent 
that they read on other arts, then that was something he was 
not going to allow* 

q Regardless of the scope of other claims, you will give 
me Claim 1, as it is specifically set forth, was held to be 
unpatentable? 

A No. 


18 

19 
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Kayton - cross table without 

. h eld unP aten 

_ *- • i +■ was not n 

Without amendment, 


amendment. 

A. It was rejected, that is corre 


that 


. , T . m trving to point out 

But what I m trying 

fl „ a it was restricted, 

other claims — that that was amended, 

_ Vjroadensd* 

was left restricted, but other claims 

, no through a 

And I am not now prepar 

claim analysis on that basis. There are 95 

I will do it happily if I'm given adequate 

time to do it, and that would take about a day. 

0 Professor Kayton, Claim 1 was rejected as unpatentable 

and not allowed until it was amended. Correct? 

A It was rejected as unpatentable. 

Q. And not allowed until amended. 

A No, it was allowed after it was amended. There is not 

necessarily a causal connection. 

Ql If we look at claim 1 and claim 45, i n , 

9 ■»*« ciaim 1 we have 

"a game apparatus," and here we have " a Pinball 

- « x x g ame . *’ 

Correct? 

A Correct. 

Qi Secondly, in claim 1 we have " 


gramraing means for programming the proce 
for storing the signals,” and in clai m 45 
processor having programming means and 


3 proce ssor havin 
ssor 


9 pro- 


and memory mean; 


w e h 


ave «» 


Correct? 


a 

rne morv m 

Y “eans." 




Kayton - cross 


1 I A. 


Correct. 


2 a In claim 1 we have "a physical 

3 and in claim 45 we have "a ball-" Correct, 


Kie of motion, 
apabl e 


Right. 


4 a. Right. ^ rr>eans for 

control 

5 L in claim 1 we have a -player op ^ ^ claim 45 

6 effecting the motion of the physical means, ^ all 

7 wa have a "player operated means for ejecting 

, ii » r,-,,, mil downwardly* 

8 the playing field whereby the ball may 

9 Correct? 

10 a. That's what it says, yes. 

„ ft NOW, the next item, "a plurality of response means for 


11 & 


12 detecting the mass," et cetera, is substantially the same 

13 language used in claim 45? 


14 A. 


"Ball" is substituted for "mass" and that's all that I 


15 see that is different. 

T6 Q, The next item, "a plurality of display means," as 

17 recited in the original claim 1 is recited substantially th< 


18 same way in claim 45. 

19 A. As far as I can tell the only different < 

e is substitution 

20 of "mass" for -- well, you're blocking the rn-K 

°tner one ^ _ 

e mass 

21 for "ball," and, as you pointed out, the word •• 

eac h display » 

22 "means having a display activation," and 

cne o the r- ~ 

^ One s a v inn 

23 "having display activation means associ^ y 

A ated 4-u . 


one - - 


'mass 


ate <* the 


24 0- 


If anything, claim 1 would be somewhat 


25 scope, correct? 


re wi th . ■ 
rr ower in 


2 9 U 0 

Kay ton - cross 

1 a. I'm not prepared to say. 

2 q, Well, they're very similar, 

3 A. They're very similar. 0 p ejra tively 

4 o. The next item is the multip g same way 

i 44-'s recite^ 

* « as recited in Claim 1; ** 

5 connected, as 

6 in claim 45. 


7 a. That's exactly the same, I belie 

8 L And the last item, "the processor having means for 

9 storing the signals," and "the processor having the mean 

10 storing the signals" in the original claim 1 and 45, correct. 

11 a. Yes, that looks exactly the same. 

12 L now, this claim, claim 1, has exactly the same language, 

13 and someone reading it would refer to the specification to 

14 find out what these various means were, correct? 

15 Are you asking me to construe means plus function 

16 clauses? 

17 q . NO. I am asking you; That claim 1 would be construed 

18 in the same way as claim 45. Correct? 


ifferences i n i 


a nguage 


19 a. Except to the extent that the differences i 

ln language 

20 mean something. 

21 Q. Then it is the case that claim 1 WOul , . 

* lncl ude all of 

22 the combination of hardware and software t 

° achie ve operatic 

23 of an arcade game — not a surface projecfi 

cram* _ 


24 arcade environment. Correct? 

25 a. It talks about a game apparatus 


Same — i _ 

in an 


<?ene riC) 


aiy. 


and I don 
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know the definition of game apparatus. 


29u 


to y° 

Q. Now, it isn't the case that, accord 

j say it haS 

one would look at the physical mass an 

,11 is the only type of physical 


u, that any-j 
to be a 


ball, because a bai 


disclosed? 

A. I don't understand what you're talking about. 

Q. Pass the question. 

The claim therefore, claim l r when all of 
this combination of hardware and software was applied to, not 
a pinball game, was rejected by the office, correct? 

A. Yes, that claim was rejected. 

Q. And was made allowable by addition of a game housing, 

making the remaining items attach or be in the game housing, 

and by changing the mass to a surface proierfn 0 

t' Correct? 

A* 1 am not prepared to say correct to that at all 

have spent quite a bit of time explainino wh» t 

* 1 am not pre- 
pared to say that. 


25 
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Kay ton - cross 

thst accompanied 

Q Now , you spoke about the declarant 011 

CnrneS * declaration 

this reissue application. I show you **i • 

verily believes 

that says , "That Bally Manufacturing Company 

, , qj. invalid 

the original patent to be partly inopera 

, _ t af * t ha t tfc- 

through errors by reason of the examiner si> 

patentees were claiming more than they had a right to 

in the patent with respect to original claims , and a number 

of them including 1* "particularly in that said original 

claims were deemed by the examiner as not being expressly 

limited to 'a game apparatus* having f a service projectile 1 

as the ‘physical mass'"-- 

A Yes, that's what it says* 

MR. KATZ: Do you have the citation? 

MR. LYNCH: 337 of Volume 2 of 413, 

BY MR. LYNCH: 

Q So it is the case then that Claim 45^ wh-* ch i 

claim in suit, recites the same multini^ Y ^ 

iplexlng means and the 

same processor means as in original 

G - 1 rejected clai^ 1 

A Those are exactly the same words an* * * COr recti 

na Umitat 


Dr. Schoef f ler so testified. 

Q Do you have handy Plaintiff's p . 

xl Ubit 415 at 

don't know -- tab J? 


lon - And 


tab 


A Mr. Lynch, am I going to need the s 
that you gave me? 

0 . Yes, y ou probably will. j wl . 

X1 tait, 


ex hi bit 


S an y more 


th 


e m, 

th °ugh. 


and 
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I will organize them for you. 


2903 


If I am going to r\e 


ed them, I 


A No, that’s all right 

will keep them. 

Which exhibit? 

Q 415 tab -- the one that has tab J in it. 

A You mean 413. 

No, I'm sorry, I'm wrong this time. 415 J* 
Comedy of errors. 

Yes, I have it. 

(Brief pause) 

MR. LYNCH: Excuse me a moment, your Honor. I 
apologize to the Court. 

BY MR. LYNCH: 

Q Well, go to tab K. Tab M, I'm sorry, at page 415 . j 

mean page 124, I'm sorry. I can't keep all these 
A An right, tab M. 


Q Now, this document at tab M of aic 4 

415 ls * document „ 
contained a number of findings to which 

ref 


hich 

srred, correct 


Professor? 

A That is correct. 

Q, At page 123 -- on page 124, rather 

gize, at page 123 , the examiner indicate- n ^ l23, 1 a P°lo 
the March 21 , 1974 Electronics art icle ^ ^ incl U Sion Qf 

ce of 


it seem to be suggestive of the hybrid ° n the fa 

by protesters to establish a prime. 

ra ci, 


°mbi 


nati 


se 


Propo Sec j 


Of 


°bvi 


ous 


nes 


s . 
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What is meant by 


"a prima facie cfll 


29U4 
of ob- 


viousness ? f; 

. as I indicated 

A A prima facie case of obviousness, 

which would 

earlier, is a showing of two or more references 
seem to suggest their combination, with respect to 
claimed invention. But it says it would seem to be su 0 
gestive of it. It doesn't say it is. That's what the 
examiner said. 

Q And earlier the examiner quoted a case that said, 

"A prima facie case of obviousness is established when the 
teachings from the prior art itself would appear to have sug 
gested the claimed subject matter to a person of ordinary 
skill in the art." 


A 

Q 


Yes, that's virtually identical to what I j ust sald 
Now, at page 124, the examiner goes on to S ay 

"At first blush it W om d ap pear that the 
groundwork. has been laid in accord 

rdance with the 

Graham decision to support a 

Case obvi OUsnesc . „ 

Is that a finding of priffia 

A No, it says at first it would app e&r v ^ 0 Usness? 

opposite. it goes on to point out ^ 

c °htrary * 

Q Fine. Then the examiner entered S the ca se. 

6c if -i 

findings, correct? lc fact 


A Yes, he set forth certain fact 


3 hs 3 b 


sen 


c ° n sider 


ed 
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d an articl 
of 


those are 22. 

^ how, the first one he indicated was no f 

hos s Liiecf 

of EE systems engineering today where a nr. 

j. 9 

bally was quoted, indicated scepticism, corvee 
A Yes . 

^ He also found that Ross Sheer was a man one ordinarily 
skilled in the art, correct? 

A That’s what he stated, yes. 

Q Do you know what Ross Sheer’s background was in elec- 
tronics? 

A I have no idea. 

,-i You did know that . Mr - Sheer's deposition was filed in 

those proceedings, do you not? 

A I at this moment have no recollection 

other . 


one way or the 


Q 


If hr. Sheer was a 


man who had no backxr^ 

. . c^ground in elec- 

tronics, as I believe the record will o 

111 suppo rt he test i fM 
was the examiner in error by labeling h* 

& ni m one 

skilled in the art? warily 


A Oh, he would clearly be in error 

> but , 

tract necessarily from the propriety ° e sn’t d e ^ 

scepticism. e h °ldin e of 


25 
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Exhibit 


1LP 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


Q Now, he cited as the holding for scop 

k s * £yst 

l-F, Defendants* Exhibit l-F, which xs 0n 

"Electronics pi a y° 

Engineering Today article that says, ^ 
the pins," November, 1973* 


k n+tM of the right 
I ask you to refer to the botu 


nand column on the first 


tr*n 


j. • ^ f* t.hP. 


left-hand column. 

A Yes . 

Q. Does this -- 

THE COURT: Do I have that? 

MR. LYNCH: Yes, your Honor, l-F, I believe -- 
is it over here? 

(Brief interruption) 

THE COURT: Here we go. 

1-N ? 

MR. LYNCH: l-F, your Honor. 

THE COURT: F , got it. 

BY MR. LYNCH: 


H 


Wile 




on the 

or the second page of the exhibit - Li rst 

> T-ne first 

article, and at the top of the left K ^ age ° f th e 

XCit 'nani coi Ur 

quote of Mr. Shder on which the pyc * ^ the 

exa miner rel 

A I don't understand that to bn +u 0Sj cor r „„ t 

t he ca ^, 1 ect 

indicated scepticism. I don't see +u ' Ttla t stfi . 

he scent, ta t em 

Q You don't see scepticism ther* ici sm in 

1 ^ y fl „. nui cat 


y°u ? 


hayton - cross 




THE COURT: What column are you 


£ t In s r i&$ 

MR. LYNCH: It is down at the bottom o 

a thpn continuing 

hand column of the first page of text ana 4 


ight- 


5 on to page 38* 

6 THE COURT: All right. 

7 MR. LYNCH: Where Mr. Sheer is quoted. 

8 THE WITNESS: This is where he is saying it seems 

9 to him that electronic pinballs would be too expensive com- 

10 pared to the electromechanical and, therefore, could not be 

11 anything that could be useful. 

12 BY MR. LYNCH: 

13 Q IB that the type of technological scepticism that sun- 

14 ports patentability? 

,s A Oh, it could very well. If th. operative p lnt>111 game 

16 was very expensive because it used the kind 

_ . , . S ° f nois e immun- 


17 ity techniques in order to be operative that 

18 pensive, then that would be such scent-? . 


WSre very ex - 


19 Q doesn f t say that here, does it? 

20 A Well, I just responded to your 


sm > yes. 


21 stand. 


question. j 


don 't un d , 


22 Are you asking ± s what 

^ hav 

23 responsive to your question in the * 

rti ci e ? 

24 an explanation of what he may be + *»«., 

xa lki r >rr 


Just 


sa id 


25 ^ Is the type of scepticism evin 

evin cea b , 


n S a bout 


it i, 


y Mr 
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290 b 


part particularly cited by the examiner, 
scepticism? 


is that tec 


hnoiogic® 


Yes, necessarily, if what we are talking 


. +■ is the 


thfit can 1 1 compare 

economics of an electronic pinball game, 
with electromechanical, 

Q, My question -- 

A The answer is yes. 

Q And that is what we are talking about, is that correct; 
you understand that that is the scepticism that Examiner 
Hum was referring to apparently? 

A What scepticism? 

Q Scepticism about the fact that it might cost too much 
to have a microprocessor -controlled pinball game, 

A That is part of this Invention. Everyone knows that 

there are hardware techniques that are exrmno-? 

^pensive enough to 

make a pinball work. 

Q If we go down to Finding Number H 


Yes. 


Q In Finding Number 11, Examiner Hnm ^ 

uiri found 


Flicker game was reduced to practic 
sen on September 26, 1974, correct? 


th& t th« 


6 bj 


f r ederik^ 


Yes . 
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290 V 


i Assume 


that Examiner Hum did not tin* 


reduction 


2 practice by Hutting and Frederiksen on 


3 A 


Yes • 


a v» a v p* boon 

4 Q, 11 * you assume that fact, what would - 


the effect, 


5 if anything, in the Patent Office? 

6 A Nothing, exactly nothing. There was no prior art 

7 I Know of before the filing date. 

8 Q, But what would have happened is the filing date of ti&y 

9 13 , 1975 would have been the operative date rather than 

10 September 26 , f 7^, correct? 

11 A Unless there was a subsequent actual reduction to 

12 practice before the filing date. 

13 Q Was there any evidence of a subsequent one submitted 

14 in the present record in the Patent 0ffi ce ? 

15 A No. 


16 Q based on that limited record and assum* 

17 the only record -- 


was 


is A Yes. 


Sept 


19 Q if Examiner Hum improperly ascribed 

20 ber 26, 1974 to Nutting and Frederiksen ^ ^ G P 

n a s a red 

21 practice date, then properly anything Uc1r ^c n to 

® Prior tQ 

22 date would have been prior art, correct? filing 

23 A Incorrect, I said if there we * 

an *ctuai 

24 practice earlier, then it was a n actual t 


em- 


t} * f iu . 


25 tice earli er # 


r «d u 


Cti °n to 


Pra c . 
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29 I u 


; ord is what is 


in the patent 


sffective date i 


the 


ti Assuming that the total rec 
Office -- 

A Oh, okay, then, fine, then the e: 
filing date, 

Q Now go down, if you will, to Finding m • 

A Yes . 

Q That finding indicates that Atari’s Delta Queen was 

successfully shown at the October-November 197^- MOA shox*;, 
correct? 

A That is what those words say. 

Q, Skip down a couple -- Examiner Hum was consolidating his 
findings at this point, correct? 

A Yes . 


Q 

A 

Q 

A 


Skip down to several more findings, to Finding Number 17. 
Yes . 


In Finding Number-- 
I take that back. When you say consoli dati 


n S, what hi 


n gs . 


was in fact doing was highlighting his find! 

A s you will see in the 

par &gra Ph immedin-t- 

after the 22 elements, he made it verv la tely 

y clear that th 

were highlights because he said, on Rn+ ne Se 

es *26, '. p 

evaluation of the substantial evident °® an 

u ce or -v. 

, , fec Oy«i 

would seem to support a finding of unobvi r 


basis of what actually did occur i n 
considerations set forth in the Grah u 


the art 


ecord 

° n the 


and 


s ec 






°hda ry 


■nr*’ 


Kay ton - crons 


Ho wfta in abort with those 
reference to categor i oo of subject rr.at^e 
he was not consolidating them. He was usl * b 


29 i 1 

items maKing 

^ y* h a n ^ 
the record , 

them as handles. 


fact handles* 
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Kayton - cross 

ql Professor, there is no question. 


Refer to 17. 


Yes . 


ras sue 


A. 

Q. In 17 the examiner found that the Delta Q 

ence, correct? 

cessfully demonstrated at the Asilomar con er 

A. That's what that statement says. 

The record has a lot of information that 

explicates both that and the Delta Queen statement in 15 . 

Q. When was the Asilomar conference? 

It says April ' 75 . 

That is before the filing date here, correct? 

That's right. 

And according to the Bracha — the 131 affidavit, the 
Bracha machine itself was reduced to practice prior to 


A. 

ft 

A. 

ft 


May 10, 


1975, correct? 

A. That's the allegation in the Rule 131 

ft That is the allegation by Bally, 

A. It's their affidavit, 

ft 


af fidavit . 
correct? 


Now, let's go back up to Nos. n ^ , 

and l o 

and ii 

is where Examiner Hum found that thp r « and 12 

cre was a 

a r ®ducti 

practice on September 26, 1974, correct’ ° n to 

A. That's correct. 


ft Was Examiner Hum at that time 

lnf °r*ea 

that was in -- or that the software at 

SUb ^t te<2 

file was inoperative? 


the 


rt 


so 


of 


th. 
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Kayton - cross 
It was not inoperative acco 


rding to the teS 


2 L ) i ^ 

timony in 


2 this trial. 


3 Q. It in fact, if loaded into a machine, 

4 not work. You did hear that? 


the machine 


would 


5 A. 0 h f sure. A person of ordinary skill m 


in the a 


r t wouldn * jt 


6 load it or, if he loaded it, he would immediately chang 

7 Ql Was Examiner Hum informed of that? 

8 A As far as I know no one knew that. 

9 Qi Was Examiner Hum informed that the software submitted 

10 as part of the file was incomplete and didn't have a look-up 

11 table? 

12 A I don't know what the look-up table is or whether it ha« 

13 it or didn't. 

14 0 - Was Examiner Hum informed that the 

iCKer machine did 

15 not have individual isolation diodes on the ■ 4. 

switches in the 

16 playfield? 


1 7 A Mr. Lynch, I have no encyclopedic „ 

te coilenf < ^ 

Of f k- 

18 record, and I have no detailed knowledge. * 

9 of any of . 

19 technical matters. Se 


of thoa. 


20 If what you're referring 4- 

to is 

21 this case about distinctions between th G ^ SSUe in 

e PtOgr styi 

22 and what was -- thf* 

Pat ent 

23 0 - If Your answer is, "I don't know" 

24 A Well, the answer is, I don't k 


25 tell you that. 


VG b * en 


tr Yin 


^ to 
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Fli cker ga*e b ° rG 

Ql Was Examiner Hum informed that the 

, 1974 ? 

chips that were dated after September ' 

reC0U ecti0n ° l 

A. Well, I'm sure he was not. I have no 

f t h e other things 

that in the file wrapper at all, or any or 


that came up in this trial. 

I'm sure he was not told about any of 
things, and I can answer the whole thing in one fell swoo. 
Anything that was presented was, as far as I know, not pre 
sented to him. 

Q. Was Examiner Hum informed as to when the Flicker machine 

was transmitted by Bally to MCI? 

A. I have no recollection of that subject at all. 

Q. Do you have any recollection of the fact that an affi- 

davit was sent to the Patent Office signed by Mr. Nutti 
which indicated, in response to an argument by the 
that the machine was only sent to MCI on 


ng 


protesters 
^gust 20, that 


the 


game sent 


was a big invoice mixup with respect to th 

e Flicker 

to MCI? 

A. I don't have any recollection of 

rnat . 

(Brief interruption.) 

BY MR. LYNCH: 

q. Was Examiner Hum informed that- 4.^ 

G Fl icke r 

not correspond to the drawings that- , ^^chi n 

at w *re SllK . di d 

affidavits? mit tea i 

in the 


re 


I have no idea what you 1 


re 


m aki 


ng 
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can't say. 


Well, there were affidavits submitted. 


we 


29 ib 


re there not 


to prac 


tics 


to establish the 26 September 1974 reduction 
date? 

A. Yes 4 Yes. 

Q. And in connection with those, circuit diagrams were 

submitted, correct? 

A. I don't at the moment recollect. 


i 




9 i & 


2S ~1 bl 


2 Nutting in the case 


5 Bally requesting 


bi Kayton - cross pavid 

af f i^ aV * 

1 ql I show you what was submitted as a sa id 

nffice where 

2 Nutting in the case before the Patent . 

fter receiving 

3 that, "For the next four to five months a froI n 

2 . invoices 

4 Flicker pinball machines, I received seve . K «c;e 

to pay for the 

5 Bally requesting David Nutting & Associates 

, jj^Qicss f rom 

6 pinball machines. After receiving several such 

7 Bally, I informed Bally personnel that I was recei 9 

8 invoices and I told them I believe this to be a billing 

9 Then he went on to say, "Attached hereto is 

10 a bill dated August 24, *74 that I recognized as one of the 

11 invoices I received at David Nutting. From the date of this 

12 invoice there is no way to determine when the pinball ma- 

13 chines were received from Bally because it could be any one 

14 of several invoices." 


Do you remember that? 


16 A. 


Vaguely . 


17 MR. LYNCH: I represent to your Honor th 

18 has stipulated there only exists one in\rr%i „ ^ 

• i n pti u _ 


19 searched. I have asked that it be sea-r^u ^ 

iGne d. 

20 only one invoice for the Flicker machine 

It i. 


2 i that had been marked as Exhibit 2H r y 0ur 


MR. TONE: That statement i s 


Honor. 

correct 


h ®y have 

‘ ere exi sts 

the inv oi( 


23 that is the only invoice we have been abl ' 


THE COURT: All right. 


to fi . 


•nor r 


26 BY MR. LYNCH: 
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8 

9 


11 

12 

13 

14 


Kayton - cross c £ thi s 

„ ha ve had a iJ - 

Q Now, given what the examiner wou 

information — strike that. been 

Given that the examiner woul ^ 

. Dr. Schoeffi er s 

informed of all of these items, withou • 

able to assert to 

testimony, that is, if protesters had been 
the examiner that the Flicker game did not conform 

, . conform to the 

software file, that the Flicker game did not 
drawings, that the Flicker game did not have diodes on th 
playfield, that the Flicker game had late-dated chips, would 
10 the examiner, in your opinion, have found a reduction to 
practice occurring on September 26? 

He certainly would if he had felt the differences were 
of no significance to a person of ordinary skill in 
If he felt they were significant and that 


the art. 


person of ordinary 

15 skill in the art could not make the game 

uon using what 

16 was disclosed to him, in the ordinary coursp 

of his skill, 

17 he would say that that was not a reduction 4 . 

to P ra cti ce of 

18 that. 

19 Q. Were arguments made to the Patent o-p^. 

^£fice thro 

!0 the entirety of the proceedings that u 9hout 

1Cat ^ that th 

:i games would hang up on a stuck switch? ° e Atari 

I recollect -- well, what Atari 

games * s D 

3 || Ql The early Atari games. Peci fic Q l ly 

A. Yes, the El Toro and the Delta q 


en 


that was the testimony of the Atari ' 

'**“ <-,u 




'n<a 


3 


9 


9 i U 
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. h e Fli cker 

. ne , r that th 

q, Was it over pointed out to the exam 

game would hang up on a stuck switch. n or 

A. 1 have no recollection of that havin. t his 

f the testimony 1 

do I have any recollection from any o . 

f a stuck switch , 

case that Fliciker was inoperative because o 
as Delta Queen and El Toro were. 



5 -2bl 


; 

4 - 


9 i 7 
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16 

17 

18 

19 
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24 


, is it not, at tab B 


of Exhibit 


415 


q. It is the case 

page 7 of that office action, — 
A* 


Tab D as in David? 


ft 


B 


. It indicates, or Examiner Hum 


indicates. 


" sent 


,fs presented in 


irroborate the 


in Book 2 of 


factual evidence to the contrary, the proo 
Exhibits V, W, AA, AB, et cetera, to co 
affidavit of Frederiksen identified as Exhibit T 
paper 31 are deemed convincing to establish a reducti 
practice dated on September 26, 1974." Correct? 

A. Yes . 

Q. If it is a fact that the software, the hardware were 

different and the chips were late dated, among other factors, 
is it not the case that that is evidence to the contrary? 

A No, not necessarily. It may be. it depends on whether 
to a person of ordinary skill in the art it i « ,* 

15 lni Portant. 

The plaintiffs have scent a i^v 

-tot of time 

trying to demonstrate that that is not th*> 

the ca ^.. If that 

testimony is credible. Examiner Hum would • 

n t have cared 

all. If the testimony is not credible u 

' h « »0» la „ 

What could one of ordinary skill * # 

*“ *»« art 

late-dated chips? ° ab 


at 


Q. 


out 


A. I don't know what you're talking ab 

Q. You said if someone of ordinary 

y s kii 1 

have understood this, they would have ** 


the 


be< 


art 


en, x., " w oui H 

have rejected it. What if the exam- 

xa ®ine>. . *ami] 

Til ■>. * 


«... w 0 


t °ld 


th 


6 r e 




W, 


25 


1 


b- 

1 
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late-dated chips in the machine? you 

, nfed chip- 
& n Totp — date*-* 

A Wlmt is the significance of a 

th s chi-P 

a. ten-year old machine. We don’t Knoj wfr 

. the t t i^® * 

in. We don f t know what chips were in at 


Q Precisely. 


What 


. upfl ys later . 

A But we are looking at a machine ten y 
we do know was on September 26, a lot of people saw 
machine work and the tests for noise were done with a 
Vandegraf generator and electric drill. That’s what we know 
You have pulled chips out of a machine ten years later « 

What’s the significance of it? I don’t know. 


25 





Kayton - crocs 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


Q One last question: Once again, P age 

nunber 17. Exhibit 415 of Bates number 17 
A I have it. 

Q 


2921 
415 •* »' ltos 


. npr Hum gi ve 

At that point, in the footnote, ai 

. Hiring the prosecu 

a definition of multiplexing that he use 


whether that’s 


tion of the reissue application? 

A He gave a definition, but I have no idea 
the definition that v;as used throughout. 

Q, Do you have an impression from your review of the fil- 
history as to whether Mr. Hum used that definition through- 
out? 

A I have no impression, because I have no basis techno- 
logically for making that determination. 

MB. LYNCH: No further questions, your Honor 
THE COURT: How much do you have, Mr. Gold 
MR. G0LDEN3ERG: I perhaps have about 
hour, Judge. 

THE COURT: Apout a half an hour? 

MR. GOLDENBERG: Do you want + 

*° '« It over , 

tomorrow morning? Un til 


enberg ? 
a half an 


THE COURT: Well, we won't b e 


COm Plet e 


abl e to 

sol think what we will do is put „ _ = . _ . 

Over e it 

Urxt 1 1 ^ » 

morning. And how about we meet at 4- x ^Onnv. 

te a o» c1q 

morning? ° Ck to mo 

r ow 


l Ow 


MR. TONE: Would it, lf 


your 


H 


°hor 


is 


a nxi 


°Ur 
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_ n c & 1 ** 

, r haps n 


leave the bench, 1 understand, out «°' ' mis si- 

<7 Of 

consider at this point a couple of ma 

. a r o p ® * 

bility of documents that Mr. Lynch an 
agreement on, but we may need your ho 
THE COUHT: Sure. 

t cteP down • 

THE WITNESS: Your Honor, may i 
THE COURT: Yes, you may step down. 

(Witness temporarily excused.) 

MR. TONE: There are two in particular. 0ne " S 
marked Plaintiff's Exhibit 87- That purports to be a memor- 
andum to the file from Mr. Telnas . My understanding of 
the conversation between Mr. Lynch and Mr. Mathias by tele- 
phone is -- oh, I'm sorry, Mr. Goldenberg. I'd better get 
Mr. Mathias up here; he was a party to the conversation 

Will you proceed? 


"1-lLP 
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L- 


92^ 

liono* > 


MR. MATHIAS: It is my under 
that with respect to Plaintiff's Exhibit 37 


P tanaih6^ y ° Ur 

w hi 

excuse 


. h is * he 


. w e ha v e 

memorandum Mr. Tone just identified, ° n 

h&ve 

me, that is Plaintiff’s Exhibit B? 

to the 

agreement and the stipulation of the defend 
admissibility of this exhibit. 

. understanding * 

MR. GOLDENBERG: To complete tne uu 

^ g j, ^ 0 

there were certain documents that, if i may char 

them as coming from the same family or group, and defend 

might be offering one or more of those documents, with no 

objection from the plaintiff, and they have been advised as 

to their identifying numbers. 

MR. MATHIAS: That is correct, your Honor. 

THE COURT: That exhibit will be admitted then. 

(Plaintiff's Ex. 87 was received in evidence ) 

MR. TONE: Very well. The second e v hlM + 

1D1 S your 

Honor, is Exhibit 376, which purports to he Q 

a meno ^ndum bv 

Mr. Robbins of a meeting held on December t, ^ 

17 » 1974. 

memorandum is dated seven days later nne T ie 

* 3 1 wi sh to 

this as a business record. f 

I think Mr. Lynch i s wi1 . 

Uln S to st . 

to its authenticity, but I think if it ^Phlat 

business record, I need to show that 

■*» V 

m ade in the ordinary course of busln * * e 

ne ss a 

ordinary course of business to mak ‘ u it 


er 


c Qm e 


in 


■cor-j 


a hd 


wa s 


ma lh t 


e S-S 

a s a 
that 
the 


wa 


e -th 


su 


ch 




rv. 
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end 


Mr. Lynch asked seme question 


,+ th» tj 
ibout 

o 1 1 ^ er * 
r y tO CS - 1 

: have a witness here in case it i* uC ^ tni s * 

MR. LYNCH: The point, y our llt>a ° 1 intrO" 

it seeks to 

ls an internal memorandum. The reason 

, the soii^ s 

iuced is because it says, We discus 

the g&we v;aS 

flipper in Milwaukee. Everyone who s& 
impressed . ” 

It has to do with that hearsay statement 

about being impressed. 

Now, Mr. Conroy was one of the people who 

there. Other people of their controller people were there. 

I don ' t' mind it coming in but for the hearsay of 

people being impressed. I just have an objection, your 

Honor . 

It is authentic. It bears the date it pur- 
ports to bear. It is just that I don't believe corporatio 
make these as business records, recording peoni^i 

P 8 s res -cti 0ns 

THE COURT: No, I think they do if* 

U ^ are ln th 

game business and one of the things you ar^ • ^ 6 

interested 

is whether a game works, whether you are i n -j. 
purchasing them or devising them. Whether 
pressed is really the name of the game, 

ME. LYNCH: There is another 


: rest 


Peopi 


in 
e 


e &r 


iau 


flonor, and the other problem i s stran 


Pr °^le m 


w 


- y) o meetings following -- this i s De ^ 


Lely 


ith 


en.o 


it 


-emb 


u Gh 


er 


the, 


yo 


Ur 


* Th 


y 


e 0 


*^3 


ct 


Ob 


er 


292b 


1 meeting passed and the November meew.*g . 

2 comment about what happened in Milwaukee. 


ncord with no 

etinfi p^ssca 


x. 0 +- V; weight O j 

THE COURT: Well, that goes ~o t — 


4 I mean, if the testimony is to be 

5 MR. LYNCH: But there is going to be 10 te " 

6 ThPt is the problem, your Honor, There is going to 

7 testimony. It is going to get put in as a business recoid, 

8 and I have no one to ask, "How come was it it took two months 

9 to record that people were impressed on this issue when there 

10 were two meetings in between that are silent on the topic?” 

11 THE COUKT: Whc prepared the document? 

12 ME. LYNCH: It was prepared by Joe Robbins, 

13 chairman of the committee. 

14 MR. TONE: Mr. Conroy, who was here as a witness, 

15 is one of the persons listed as in attendance at the meeting. 

16 As your Honor says, that goes to the weight of the 

17 matter. We had Mr. Conroy here on the stand, but at any rate 

18 Rule 803(6) of the Uniform Rules of Evidence, the Federal 

19 Rules of Evidence, covers memoranda of events as well as 

20 bookkeeping records. It is intended to be broad. 

21 THE COURT: Well, of course it is a business record 

22 The only question is whether there ought to be an opportunity 

23 to cross examine concerning the silence in the previous two 

24 months . 


That really doesn’t go to the admissibility. 
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, it goes — * 

it seems to me, though, of the documen . 

■i j r rOS S 

normally that would be the person you would 

the person who prepared the document. 

o11 . r talking about two 
I suppose they are really tai i o 

separate things. 

You could call that person as an adverse 

witness . 

MR. TONE: Right. He is no longer with Bally. 

MR. KATZ: But he is located, I think — 

MR. TONE: But he is. located in Chicago* so he is 
available to be subpoenaed. 
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MR • LYNCH : 
ME. TONE: 


It seems, your Honor 
As a natter of fact, we c< • - 


call him 


to authenticate the document. 

There came a time when we Had ^ attempt 

shorten this proof, and we’ve eliminated a lOu of 
we had on our list. 

MR. LYNCH: Your Honor, I have no objection to it 
subject to the fact that it f s understood we can argue the 
weight of it because of that. Because I don’t know if they 
were impressed the last week, you know, the week before 
September 26th. 

This is going to be offered for evidence that 
it was September 26, and I think there’s a strange silence 
there. So, subject to that, your Honor -- 

THE COURT: All right. I’ll receive it as a busi- 
ness record, and then you can argue the weight of it. 

(Plaintiff’s Exhibit 376 admitted into evidence.) 

MR. TONE: Very well. Those are the two. 

We have a fairly long list, and I think most 
of those we can handle without any dispute, and we'll be 
prepared to do that tomorrow. 

the COURT: All right. Okay. Ten o'clock tomorrow 

morning. 

MR. TONE: Thank you. 

THE COURT: How long will the redirect be? 


1 


MR. KATZ: 


Not too long* y° ur 


Honor . 



Maybe on hour 


2 I 

3 

4 

5 

6 ! 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 
17 


something like that. 

THE COURT: All right. And then the P 1 
rests, is that it? 


MR. TONE: After we introduce the documents. 

Honor. We have that list of documents to go through, 
there may be some questions of admissibility. 

THE COURT: A 11 right. 

(Recess at 5:05 to March 28 at 10:00 a.m.) 
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